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IN THE UNITED STATESDISTRICT COURT
FOR THE SOUTHERN DISTRICT OF WEST VIRGINIA

CHARLESTON DIVISION

THE WEBB LAW FIRM, P.L.L.C,

Plaintiff,
V. CIVIL ACTION NO. 2:13-cv-21470

THE WEBB LAW FIRM, P.C,,

Defendant

MEMORANDUM OPINION AND ORDER

Pending is the motion for judgment on the pleadings and motion to strike improper
affirmative defenses [ECF 15] filed Gyre Webb Law Firm, P.Cthe Defendanénd counterclaim
Plaintiff (referredto at times herein as “Defendant” or “the Pennsylvania law firm”).

The Webb Law Firm, P.L.L.C., tHelaintiff and thecounteclaim Defendanin this case,
(referred to at times as “Plaintiff” or “the West Virginia law firmfi)ed its response in opposition
(ECF 18) to Defendant’s motionDefendant filel a reply (ECF 19). For the reasons set forth in
this Opinion, the CouDENIES IN PART AND GRANTS IN PART Defendant’'s motion for
judgment on the pleadings; the CoDENIES the motion to the extent it seeks judgment on the
pleadings; the CouGRANT S themotion insofar it asks the Court to strike improper affirmative

defenses.

Dockets.Justia.com


http://dockets.justia.com/docket/west-virginia/wvsdce/2:2013cv21470/122577/
http://docs.justia.com/cases/federal/district-courts/west-virginia/wvsdce/2:2013cv21470/122577/92/
http://dockets.justia.com/

Also pending is Plaintif§ motion for judgment on the pleadings [ECF 28]. On May 20,
2014, however, Plaintiff filed its notice withdrawing this motion (ECF 42). Acogiyj the
CourtDENIESASMOOT this motion.

l. BACKGROUND

The following facts are alleged by Plaintiff in its Complaamd its exhibitsand are
assumed, as they must be at this juncture, to be true

Plaintiff, a limited liability company, is &/est Virginia bhw firm principally located in
Charleston, West Virginia.(ECF 1 at 2.) The firm was started by a Charleston area lawyer,
Charles “Rusty'Webb, in early 2006.(Id. at 4.) Plaintiff's law practice is limited to the areas of
personal injury and family law in southern West Virginiéld.) Prior to the formation dfis own
firm, Mr. Webb had practiced law in a twean law firm, Giatras & Webb. Id. at 3.)

Defendant is a corporaitetellectual property law firm located in Pittsburgh, Pennsylvania.
(Id. & 1.) Defendantregistered the service marks “The Webb Law Firm” and “Webblaw.com”
with the United States Patent and Trademark Ofiicehe late 1990s.(ECF 12 at 3, 4.)
Defendant maintains that these marks are incontestable under federal tradentarftd. at 1.)
None of the members of Defendant’s law firm bear the surname “Wel{ECF 1 a9.) None

of the Defendant’s lawyers are licensed to practice law in West Virgifich)

! Pursuant to 15 U.S.C § 106ith certain exceptionstte right of the ower [of a registered markio use such
registered mark in commerce for the goods or services on or in connectiomhigh such registered mark has been
in continuous use for five consecutive years subsequent to the datd oégistration and is stilh use in commerce,
shall be incontestahle Pursuant to 15 U.S.C. 8 1115(b), an incontestable, registeaekl “shall be conclusive
evidence of the validity of the registered mark and of the regisirafithe mark, of the registrant's ownership of the
mark, and of the registrastexclusive right to use the registered mark in commerc8uch conclusive evidence of
the right to use the registered mark shall be subject to proof ofgafriant as defined in section 1114 of this title
In addition tosubjecting the conclusive evidence standard to proof of infringenmenstatute also lists numerous
defenses to a registrant’s conclusive evidence assertion. 15 U.S.G5(8)(1-9).

2 Based on the averment set forth in Defendant’s Answer, Defésdiamt is named for a noweceased lawyer,
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This dispute arises from Defendant’sicla that Plaintiff's use ofThe Webb Law Firm
to market Plainff’s legal services infringes on Defendarg&rvice mark registrations in violation
of various provisions of the Lanham Act, 15 U.S.C. 8§ 1&1$eqand West Virginia state law.

By letter dated July 17, 2013, Defitants counsel advised Mr. Rusty Webb that
Defendantwas the owner of trademark registrations “The Webb Law Firm” and “Webblak.co
for use in the category of “legal servicés.(ECF 12 at 1.) The letter indicates that there were
previous communications between Defendant and Mr. Rusty Webb concerning Mr. Webb’s
marketingof his firm’s legal services (Id.) The letter further advises Mr. Webb that “it has
recently come to our attention that you are npmminently featuring the ternThe Webb Law
Firm’ in your marketing, including on your website. and it is our considered opinion that such
increased use of ‘The Webb Law Firmfringes our firm’s intellectual property interestsand to
its trademark registrations identified above in violatiothefLanham Act.” 1¢l.) Noting thatit
intenced to “achieve a reasonable and amicable resol(itDafendantthen equestedhat Mr.
Webb

cease and desistaisf the moniker “The Webb Law Firm,” igour marketing

materia] and instead incorporate some distinguishing language, including, for

example, “The Law Offices of Rusty Webb” or “Rusty Webb and Associates.

We are willing to afford you a reasonable period of time to transition fromusse,

so long as a disclaimer is immediately put in place amr yeebsite and in your

marketing materials, and the like, to indicate that no affiliation eletiseen your
firm and our firm.

William Hess Webband the Pittsburgh law firm hsen in existence since 1845. (ECF 7 at9.) Mr. William Webb
apparently practiced law with the Pittsburgh firm for nearly seveedrs. Id.)

% This letter is attached as an exhibit to Plaintiff's Complaint and may, lleysioperly considered by the Court in
deciding Defendant’s motion for judgment on the pleadings.
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(Id. at -2 .) In closirg, Defendant’s counsel requedithat Mr. Webb respondithin fifteen
days orDefendant “will be fored to consider further legal recourse to protect our intellectual
property.” (Id. at 2.)

Less than three weeks laten dugust 5, 2013, Plaintiff filed this lawsuseeking a
declaratory judgment that Plaintiff's use of “The Webb Law Firm, Pd.Ldoes not violate the
Lanham Act and does not constitute trademark infringement or unfair compet{&®2F 1at
12)) Plaintiff also seeks a declaration that “The Webb Law Firm, P.L.L.C.” ia negproduction,
copy, counterfeit, or colorable imitation of Defendant's mark under the Lanham Wic
Plaintiff further requests an injunction restraining Defendant from “furtheeatsr and
harassment” and attorneys’ feed.

Defendant now moves for judgment on the pleadings under Fedata of Civil
Procedure 12(c) (ECF 15.)

II. LEGAL STANDARD

Rule 12(c) of the Federal Rules of Civil Procedure succinctly providester“the
pleadings are closedbut early enough not to delay trial—a party may move for judgment on the
pleadings. Williams v. Basic Camacting Servs., In¢ Gvil Action No. 5:09-CV-00049, 2009
WL 3756943 (S.DW. Va. Nov. 9, 2009]citing Burbach Broad. Co. v. Elkins Radio Caor@78
F.3d 401, 40506 (4th Cir.2002). When considering a motion for judgment on the pleadings
under Rule 12(c), the Court applies the same standard as when considering a motion to dismiss
pursuant to Rule 12(b)(6)Id. (citing Burbach, 278 F.3dat 405-06 (4th Cir.2002). A court

must accepdll well-pleaced allegations in the plaintiff's complaint as trunelaraw all reasonable



factual inferences from those facts in the plaitgifavor Edwards v. City of Goldsboyd.78
F.3d 231, 244 (4th Cir. 1999).

Under Federal Rule of Civil Procedure 8(a)(2), a pleading must contain a “short and plai
statement of the claim showing that the pleader is entitled to reli@fd’ survive a motion to
dismiss, a complaint must contain sufficient factual matter, accepted addrsgté a claim to
relief that is plausible on its face.”Ashcroft v. Igbal 556 U.S. 662678 (2009) (quotingBell
Atlantic Corp. v. Twombly550 U.S. 544, 570 (2007))Plausibility requires that the factual
allegations “be enough to raise a right to relief above the speculative lexai the assumption
that all the allegations in the cpiaint aretrue.” Twombly 550 U.S. at 555.A court decides
whether this standard is met by separating the legal conclusions from tha &legations,
assuming the truth of only the factual allegations, and then determining whetlgealtgations
allow the court to reasonably infer that “the defendant is liable for the misdaithged.” 1d.

If evidence outside the pleadings is tendered to and accepted by the Court, the motion for
judgment on the pleadings is converted into a motion for summary judgment under Rute 56.
(citing A.S. Abell Co. v. Baltimore Typographical Uni@38 F.2d 190, 193 (4th Cir.1964); Fed.

R. Civ. P. 12(d). The motion is not converted into a summary judgment motion if the Court
considers documents and facts of whiahay take judicial notice.ld. (citingR.G. Fin. Corp. v.
Vergara—Nunez446 F.3d 178, 182 (1st C2006); Armbruster Prods. v. WilspmNo. 93-2427,

1994 U.SApp. LEXIS 24796, at *5, 1994 WL 489983 (4th Cir. Sef®. 1994) (unpublishel)

The Court may take judicial notice of certain facts which are not subjectsonadze dispute,
Fed.R. Evid. 201, and of the existence and contents of various types of official documents and

records Id. (citing Lovelace v. Software Spectrum8 F.3d 1015, 101&5th Cir.1996)



(documents filed with government agenciederson v. FDIC918 F.2d 1139, 1141 n. 1 (4th
Cir. 1990) (records of bankruptcy couBratcher v. Pharm. Prod. Dev., In&G45 F.Supp.2d 533,
538 n.3 (W.D.N.C.2008) (EEOC complaints and rigtt-sue noticeg. A court may also
consider documents attached to the complaedfed.R. Civ. P. 10(c), as well as those attached
to the motion to dismiss, so long as they are integral to the complaint and auth&mtips v. Pitt
Cnty. Meml Hosp, 572 F.3d 176, 180 (4th Cir. 200@jting Blankenship v. Manchj71 F.3d
523, 526 n.1 (4th Cir. 2006)).

The purpose of a Rule 12(b)(6) motion is to test the sufficiency of a complaint;
“importantly, [a Rule 12(b)(6) motion] does not resolve contests surrounding the factgritse m
of a claim, or the applicability of defensesEdwards 178 F.3d at 24314 (citing Republican
Party v. Martin 980 F.2d 943, 952 (4th Cir. 1992)).

1. DISCUSSION

Applying these principles to this case, it is plain tbased solely on the matters contained
in the Complaintind its exhibitsPefendant’s motion lacks mefit. The Court will address each
of Defendant’s five arguments in support of its motion in turn.

A. Assuming the tth of Plaintiffs’ allegationsa legal basis for declaratoryelief
exists and the Complaint plausibly alleges a claim for declaratory relief

1. Accepting Plaintiff's allegations as truegclaratory relief is available as a
matter of law

Defendant’s firstchallenge istwo-fold. Defendah effectively argues thateven if

Plaintiff's allegations were true, declaratory relief is unavailable as a matsav becausehere

* This is a declaratory judgment action where the Plaintiff has asserted defersgsatened service mark
infringement claims. In analyzing Defendant’s motion for judgmenthenpieadings the Court undertakes the
unusual and confounding task of assessing the plausibildgfehsesather than claims.
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was no imminent threat of litigation at the time Plaintiff filed its Complainthis claim
challengs the Court’s sulgct matter jurisdiction As such, this challenge more appropriately
considered under Federal Rule of Civil Procedure 12(b)0&fendant alsappears teahallenge
the sufficiency of the factual allegations of the Complaint under federal pledantgrsls. This
challengdas more appropriately analyzed under Rule 12(b)(6) standards. The Couddrdtsa
these separate but related arguments, beginning, as it must, with the swdtjec jurisdiction
contention.

When a court considers its subjecater jurisdiction, the burden of proof is on the
plaintiff. Adams v. Bain697 F.2d 1213, 1219 (4th Cit982). “In determining whether
jurisdiction exists, the district court is to regard the pleadialisgations as mere evidence on the
issue, and may consider evidence outside the pleadings without converting the proceaaéng t
for summary judgmerit. Richmond, Fredricksburg & Potomac R.R. Co. v. United St&#s
F.2d 765, 7684th Cir. 1991). The district court should apply the standard appledb a
motion for summary judgment, under which the nonmoving party must set forth spedific fa
beyond the pleadings to show that a genuine issue of material fact eXtécitations omittedl
“The moving party should prevail only if the material jurisdictional facts arenrtb$pute and the
moving party is entitled to prevail as a matter of fawd.

Plaintiffs Complaint seeks a declaratory judgment under 28 U.S Q281 and 2202.
Section 2201(a) provides in pertinent part:

(@) In a caseof actual controversy within its jurisdiction. . any court of the

United States, upon the filing of an appropriate pleading, may declare the rights and

other legal relations of any interested party seeking such declaratiethawbr not

further reliefis or could be soughtAny such declaration shall have the force and
effect of a final judgment or decree and shall be reviewable as such.



28 U.S.C.A. 8§ 22012010) Section 2202 provides: “Further necessary or proper relief based on
a declaratory judgment or decree may be granted, after reasonable mbtiea@ang, against any
adverse party whose rights have been determined by such judgment.

The Declaratory Judgment Act does not confer jurisdiction upon federal.cdskily Oil
Co. v. PhillipsPetroleum Cq 339 U.S. 667, 671 (1950)Thus,the power to issue declaratory
judgments must lie in some independent basis of jurisdictidare, Plaintiff invokes this Court’s
federal question jurisdiction under 28 U.S.C. § 1331.

In Columbia Gas Transmission Corp. v. Draii87 F.3d 36&4th Cir. 2001), the Fourth
Circuit explained:

[lln a declaratory judgment action, the federal right litigated may belonigeto t

declaratory judgment defendant rather than the declaratory judgmentfiplainti

Thus, if the declaratory judgment plaintiff is not alleging an affirmative claim

arising under federal law against the declaratory judgment deferidarroper

jurisdictional question is whether the complaint alleges a claim arising under

federal law that the d#aratory judgment defendant could affirmatively bring

against the declaratory judgment plaintiff.
Id. at 370. SeealsoSevere Records, LLC v. Rj@5b8 F.3d 571, 581-81 (6th Cir. 2011) (holding
that the district court had subject matter jurisdictiorradeclaratory judgment action where the
claim threatened to be brought by the defendant arose under feder&dawiel C. Johnson 1988
Trust v. Bayfield Counfyp20 F.3d 822, 828 (7th CR008) Etating that the issue was whether the
declaratory judgma defendant’s presumed complaint against the declaratory judgment plaintiff

on its face would include an action arising under federgt leausehold Bnk v. JFS Groud320

F.3d 1249, 1257 (11th Cir. 2003) (holding thederal subjeematter jurisdictio exisedin a

® Diversity jurisdiction, althouly not invoked, may be another possible avenue for jurisdiction based onttas' pa
diverse citizenship and principal place of businesses and the assuinatithetamount in controversy is in excess of
$75,000.



declaratory judgment action in which a defendant could have brought a federal olastaie a
coercive actiojy TTEA v. Ykta Del $&r Pueblg 181 F.3d 676, 681 (5th Cir. 1999)
(acknowledginghat a declaratory judgment plaintiff does not have to show that it could state a
federal claim independent of the declaratory judgmstattite, but rathanay show that would be
federal jurisdiction over a claim made against the plain@fandard Ins. Co. v. Saklati27 F.3d
1179, 1181 (9th Cir. 1997) (“A person may seek declaratory relief in federal courtahéhe
against whom he brings his action could have asserted his own right$, tBareltoons, L.C. v.
Major League Baseball Players Ass®5 F.3d 959, 964 (10th Cir. 1996) (“Heleral qustion
jurisdiction exists in a declaratory judgment action if the potential suit by theatecigjudgment
defendant would arise under federal JaW. 14th St. Commercial Corp. v. 5 W. 14th Owners
Corp., 815 F.2d 188, 194 (2d Cir. 1987HA] court mustiook beyond the declaratory judgment
allegations and determine whether a substantial federal question arisekatitbe defendaid
threatened action, or from the complaint when viewed as a request for coerefvapatt from
the defendant's antgated sull) (citations omitted).

The parties appear to be in agreement Ereendant couldhaveoriginally filed suit in a
federal courtlleging violations nder the Lanham Act.In fact,after Plaintiff filed its declaratory
judgment ComplaintDeferdant filedfive counterclaimsfour of whicharise under the Lanham
Act. (ECF7 at 19-27.) Plaintiff has not challenged the plausibility of these asserted claims
Accordingly, theCourt is satisfied that it has subject matter jurisdiction over thisicesfar as it
is basd onclaims arising under federal law th&efendantcould have independently filethnd

that Defendant has actually since filed in this case as counterclaims



Defendantlsoappears targue thgtassuming the facts alleged by Pldirare true there
was no imminent threat of litigation at the time Plaintiff filed its Complasi matter of lawnd,
thus, dismissal of the Complaint is appropriate on this basis alone.

This specific challengeaises a ripeness questiomn declaatory judgment actionghe
dispute before the court must be “ ‘definite and concrete, touching the édafadnis of parties
having adverse legal interests Medimmune, Inc. v. Genentech, .Ir#49 U.S. 118, 12{2007)
(quoting Aetna Life Ins. Co. v. &lworth 300 U.S. 227, 24811 (1937)). The dispute must be
“‘real and substantial’ and ‘admi[t] of specific relief through a decree ohelasive character, as
distinguished from an opinion advising what the law would be agoypothetical state of fact’

Id. “Basically, the question in each case is whether the facts alleged, under all thstEraes,
show that there is a substantial controversy, between parties having adgatsatézests, of
sufficient immediacy and reality to warrant the msce of a declaratory judgmeént Maryland
Cas. Co. v. Pacific Coal & Oil Cp312 U.S. 270, 273 (1941).

To determine whether a case or controversy exists in a declaratory judgment acti
involving a trademark dispute, courts apply a4wonged test. Indium Corp. of America v.
SemiAlloys, Inc, 781 F.2d 879, 883 (Fe@ir. 1985). FHist, the declaratory plaintiff must have a
real and reasonable apprehension of litigatiddecond, the declaratory plaintiff must have
engaged in a course of conduct whigbught it into adversarial conflict with the declaratory
defendant. Windsurfing International Inc. v. AMF Inc828 F.2d 755, 757 (Fedir. 1987)
(citations omitted). The controversy must have existed at the time the pleading waddiled.

Rather ncredibly, Defendant argues that Plaintiff has not established “that any imminent

threat of litigation existed at the time that the Complaint was filed.” (ECF 16 ab&fgndant
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characterizes its correspondence as only seeking an “amicable resolutidn”. Defendant
denies thaits ceaseand-desistletter threatened litigation.

The Court is usually not pressed by litigiiatrguments to resort to dictionary definitions
of commonly understood wordsDefendant’'sargument necessitates this exercise hréaten”
means‘to utter threats against: promise punishment, reprisal, or other distfess$ot charge
under pain of punishmenwarn”, “to promise as a threat: hold out by way of menace or wdrning
“to give signs of the approach of (something evilumpleasant)’ “indicate as impending:
portend”; to hand over as a threat: menacié®; announce as intended or possibl&Vebster’'s
Third New International Dictionary 2382rfabridged). A ceasanddesist letters

A cautionary notice sent to an allelg@rongdoer, describing the offensive activity

and the complainant's remedies and demanding that the activity stop. A

ceaseanddesistletter iscommonly used to stop or block the suspected or actual

infringement of an intellectugdroperty right before itigation. Ignoring a

ceaseanddesist letter may be used as evidence that the infringement was willful.
Black’s Law Dictionary252 (Ninth Ed.)

The Court has little difficulty finding that Defendangstfully wordedceaseanddesist
letter threaterstthat Defendant wouldue Plaintiffunless Plaintiff ceased using the name “The
Webb Law Firm”. In its July 17, 201&orrespondence to Rusty Webb, Defendant explicitly
advised Mr. Webb that he was infringing on Defendant’s trademark registratioenaime “The
Webb Law Firm” and that such use was “in violation of the Lanham Act.” (EQRt 1.) The
letter references prior communications between Defendant and Mr. Webb cogctisin
controversy. These prior communications evidematchful territorial patrollingby Defendant

of Mr. Webb’s use of the Webb Law Firm name over some period of tixlthhough Defendant

stated that it was its intention to “achieve a reasonable and amicable resolutiithout the
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need to resort to formal legal proceegs”, any such resolution, in Defendant’s view, required
complete capitulation by Plaintifind to“cease and desist” its use of the name “The Webb Law
Firm.” (Id.) Defendant asserts that it would give Mr. Webb “a reasonable period of time to
transition” (Id. at 2.) But Defendant closes by asking that Mr. Webb respond to the letter within
fifteen days or Defendant “will be forced to consider further legal recourse tecprogr
intellectual property.” 1¢.) In light of thesé‘or else”types of assetions, it is plainunder these
circumstancethat Plainiff was faced witha present and real danger that it would be sued under
the Lanham Act unless it ceased using the name “The Webb Law Fidtfiathe challengeo
its positionwasactual and genane and not merely possible or remote

Accordingly, the Court finds thalaintiff's Complaint alleges circumstanctgt show
that Mr. Rusty Webb had a real and reasonable apprehension of litigadan his receipt of
Defendant’s ceasanddesist lette and that therés a substantial controverdetween parties
having adverse legal interests of sufficient immediacy and reality t@mtahe issuance of a
declaratory judgment The Court further finds that Plaintiff engaged in a course of conduct which
brought it into adversarial conftisvith Defendant

2. Plaintiffs Complant and its exhibits plausibly shasaims for declaratory
judgmentrelief

The Court also rejects Defendant’s claim ttle# Complaint lacks factual support for
Plaintiff's assertns that itsuse of the name “The Webb Law Firm” is not likely to cause
confusionand is anot counterfeit usage Defendantclaims that Plaintiff offers onlyconclusory
paragrapkin Counsl and I of its Complainthat the use of “The Webb Law Firm”nst likely to

cause confusion or mistake and is not a counterfeit usage. (ECF 16 at 6.)
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The fallacy of this assertiors demonstrated by reference to other allegationthe
Complaint which the Courtat leastat this juncturemust assume true For example,Plaintiff
alleges that: his law firm is limited to the practice areas of personal injury ang famdnd does
not offer any intellectual property legal servickis practice is geographically limited to southern
West Virginia; Defendant’s firmis based in Pittsburgh, Pennsylvania and exclusively practices
intellectual property law; Mr. Rusty Webb is a native West Virginian andpregiced law in
southern West Virginia for twentsix yearsMr. Webb adopted “The Webb Law Firm, P.L.L.C.”
as theofficial name of his law firm in February 2006; Mr. Webb’s law firm has ardisitie logo
that incorporates his family crestlaintiff's law firm’s marketing is not extensive and consists of
two websites, “crwlaw.coni and “rustywebb.com; a billboard,and a local television contract,
all of which market exclusively for personal injury and family lawouthern West Virginia; all of
the lawyers in Mr. Webb’s firm bear the surname “Webb” whereas no living member of
Defendant’s firm have this last namiat the factual basis for Defendant’'s ceasddesist
demands arise from a single telephone call from an individisgiaking one of the parties’ law
firms for the other; and Plaintiff has complied with Defendant’s requestRHaintiff place a
disclaime on his rustywebb.com website. (ECF 1 at@)

These detailed allegatisrare not conclusory, but rather are assertions of fact that mount a
case that Plaintiff's use of “The Webb Law Firm” is not being used by Plama manner likely
to confuseconsumers,an elementof proof in infringement and false designation claims.
Lamparello v. Falwe|l420 F.3d 309, 313 (4th Cir. 2005) (stating that claims under 15 U.S.C. 88
1114(1) and 1125(a)(1)(A) require the trademark holder to prove: (1) thatéspessa mark; (2)

that the opposing party used the mark; (3) that the opposingpasy of the mark occurreal
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commerce(4) that the opposing paryged the mark in connection with the sale, offering for sale,
distribution, or advertising of goods or services; and (5) that the opposing partheiseark in a
manner likely to confuse consumersAccordingly, Defendant’s argument tHalaintiff did not
provide a factual baste meet federal pleading standards is meritless.

B. Plaintiff has not concetl liability on any of Defendant’s counterclaims

Defendant argues that Plaintiff has admitted all facts necessary to a findiggly for
the counterclaims asserted by Defendant. The Court disagrees.

Defendant has alleged five counterclaims agdmteintiff: (1) service mark infringement
in violation of 15 U.S.C. § 1114; (2) service mark counterfeiting in violation of 15 U.S.C. § 1114;
(3) false designation of origin in violation of 15 U.S.C. § 1125(a); (4) service mark dilution in
violation of 15 U.S.C. § 1125(a); and (5) common law service mark infringement. (BAB~< a
28.)

Trademark infringement and false designatborigin claimsshare the same elements of
proof. Lamparello v. Falwe]l420 F.3d 309, 313 (4th Cir. 2005). To prevail undkbee cause
of action, the trademark holder must prove:

(1) that it possesses a mark; (2) that the [opposing party] used the mark; (3) that the

[opposing party's] use of the mark occurred “in commerce”; (4) that the [opposing

party] used the mark “in connection with the sale, offering for sale, distribution, or

advertising” of goods or services; and (5) that the [opposing party] used the mark in
a manner likely to confuse consumers.

The Fourth Circuit has identifieine factorsto guide a court’s likelihood of confusion
analysis (1) the strength or distinctiveness of the plaintiffs mark as actuallg usehe

marketplace; (2) the similarity of the two marks to consumers; (3) the similarity gbtgs or
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services that the marks identify; (4) the similarity of the facilities used by thénoldeks; (5) the
similarity of advertising used by tmearkholders; (6) the defendant’s intent; (7) actual confusion;
(8) the quality of the defendant’s product; and (9) the sophistication of the consuming public
George & Co. LLC v. Imagination EntimLtd., 575 F.3d 383, 393 (4th Cir. 200@)itations
omitted). Not all of these fetors are of equal importance, nor are they always relevant in any
given case. Id. (citations omitted). Evidence of actual confusiois often paramount in the
likelihood of confusion analysisld. (citations omitted).

Defendant correctly states thdaiatiff admits it has usetfhe Webb Law Firm} andthat
Plaintiff alsoadmits that it has used the mark onnection withts legalservices. It is also true
that Plaintiff alleges in its Complaint thafpon information and belieDefendant’s demands are
based on “one errant phone call from Beckley, West VirginigECF 1 at 10.) These assertions
do not, however, amount to eoncession of liability by Plaintiffon any of Defendant's
counterclaims The core dispute in this case is whether Plaintiff's use of “The Webb kaw Fi
to market its legal services constitutes use of the mark in a manner ékspfuse consumers.
Plaintiff has plainly not conceded this importdact.

Defendant places undue importance on the apparently uncontested fact that there is
evidence that one consumer was actually confused about the legal servicesbhyftbeegarties.
Such evidence, howeveruts both ways. On the one hand, it is evidence of actual confusion.
On the other hand, a sole instance of confusion of a single consumer could be spatsadmve
evidenceof the lack of any meaningful confusiday the general public As a generamatter,
isolated and negligible instances of actual confusion are generallycrentffo support a finding

of actual confusion.Duluth NewsTribune, a Div. of Nw. Publ’'ns, Inc. v. Mesabi Pub.. .G
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F.3d 1093, 10989 (8th Cir. 1996)“Although this[one] incident provides some support for
plaintiff’' s claim of likelihood of confusion, even several isolated incidents of actual confusion that
occur initially upon the creation of a potentially confusing mark are insuffiecceestablish a
genuine issuef material fact as to the likelihood of confusigr(citing Astra Pharmaceutical
Prod. Inc. v. Beckman Instruments In€18 F.2d 1201, 12698 (1st Cir.1983) (holding that
temporary confusion regarding the association of salesmen from the dagatmhpany with the
defendantwas insufficient to raise a genuine issue of material f&d@tt Paper Co. v. Scott's
Liquid Gold, Inc, 589 F.2d 1225, 1231 (3rd Ci978) (holding that nineteen misdirected letters in
four years were insufficient to establiBkelihood of confusion). In any event, it is not the
Court’s role in resolving a motion for judgment on the pleadings to resolve this factuatconte
Rather, the Court’s job at this juncture is to evaluate the sufficiency of thel&@otigmllegatioss.
Inclusion in the Complaint of an allegation that one consumer was actually conboedhe
parties’ law firms does not undermine the legal sufficiency of the Complaint.

For all these reasondie Court rejects Defendant’s contention that Plaintiff has admitted
all elements of Defendant’s claims.

C. Defendant is not entitled to judgment on the pleadings for its dilution claim

Defendant argues that Plaintiff has conceded that the mark “The Webb Law Eirm” i
famous,and that it is undisputed that Defendant owns a registered and uncontestable tramlemark t
“The Webb Law Firm; and that there is evidence of actual confusion by the public. Because of
this, Defendant contends that it is entitled to judgment on the pleadings with respesetvice

markclaim alleged in Counterclaim IV.The Court disagrees.
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Section 1125(a) of Title 15 of the United States Code provides in pertinent part:

(1) Any person who, on or in connection with any goods or servicesses in
commerce any word, term, name, symbol, or device, or any combination thereof, or
any false designation of origin, false or misleading description qfdadalse or
misleading representation of fact, which

(A) is likely to cause confusion, or to cause mistake, or to deceive as to the
affiliation, connection, or association of such person with another person, or
as to the origin, sponsorship, or approval of his or her goods, services, or
commercial activities by another person, or

(B) in commercial advertising or promotion, misrepresehts nature,
characteristics, qualities, or geographic origin of his or her or another
persons goods, services, or commercial activities,

shall be liable in a civil action by any person who believes that he or she is or is
likely to be damaged by suchtac

15 U.S.C. § 112%((1).

Section 1125(¢)) states:

Subject to the principles of equity, the owner of a famous mark that is distinctive,

inherently or through acquired distinctiveness, shall be entitled to an injunction

against another person whoaaty time after the owner's mark has become famous,
commences use of a mark or trade name in commerce that is likely to cause dilution
by blurring or dilution by tarnishment of the famous mark, regardless of the
presence or absence of actual or likely ositn, of competition, or of actual
economic injury.

To state a prira facie dilution claim under Section 1125, the plaintiff must show the
following: (1) that the plaintiff owns a famous mark that is distinct(2¢that the defendant has
commenced usma mark in commerce that allegedly is diluting the famous n{&jkthat a
similarity between the defendant's mark and the famous mark gives rise to@atessbetween
the marks; an@4) that the association is likely to impair the distinctivenessefamous mark or
likely to harm the reputation of the famous marRosetta Stone Ltd. v. Google, In676 F.3d
144, 168 (4th Cir. 2014¥xiting Louis Vuitton Malletier S.A. v. Haute Diggity Ddd-C, 507 F.3d
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252, B4—-65(4th Cir.2007)) As defined ly 15 U.S.C. 8.125(c)(2)(A), a mark is “famousit is
widely recognized by the general consuming public of the United Stateteagyaation of source
of the goods or services of the markbwner. “Dilution by blurring”is the “association arising
from the similarity between a mark or trade name and a famous mark that impairs the
distinctiveness of the famous mark.” 15 U.S.C. § 1125(c)(2)(B).

Defendant correctly states thatits ComplaintPlaintiff alleges that themark“The Webb
Law Firm” andPlaintiff’'s website “rustywebb.com” are “famous marks and logos.” (ECFlat7.)
The Courtdisagreeshowever,with Defendant’s construction that Plaintiff thereby admitting
that Defendant’s registered trademark, “The Webb Law Firm”, is a famous asattat term is
defined under 15 U.S.C. § 1125(c)(2)(Apefendant’s characterization of Plaintiff's allegation
takes the allegation out of context and, as indicated by Plaim&#fgonse to Defendant’s motion,
is not intended to ba concession of the fanoé Defendant’s mark. In any event, this is an issue
better left to a fair contest on the merits.

D. Defendant is not entitled to judgment on the pleadimgss counterfeit claim

Defendant ontends that it is uncontested that Plaintiff has been willfully infringing on
Defendant’s trademark since at least July 17, 2013, the date of Defendantarwbdssist letter
to Rusty Webb. Thus,Defendant claims it is entitled to judgment on the pleadings with respect to
the counterfeit claim asserted in Caenstaim Il. Once again, and for many of the same reasons
stated above, Defendant’s contention is unavailing.

Counterclaim Il alleges service mark counterfeiting in violation of 15 U.S.C. 8§88 1114,

1117, and 1118. Section 1114(a) provides in pertinefit par
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(1) Any person who shall, without the consent of the registrant—

(a) use in commerce any reproduction, counterfeit, copy, or colorable
imitation of a registered mark in connection with the sale, offering for sale,
distribution, or advertising of any goods or services on or in connection
with which such use is likely to cause confusion, or to cause mistake, or to
deceive; or

(b) reproduce, counterfeit, copy, or colorably imitate a registered mark and
apply such reproduction, counterfeit, copy, or cddamitation to labels,
signs, prints, packages, wrappers, receptacles or advertisements intended to
be used in commerce upon or in connection with the sale, offering for sale,
distribution, or advertising of goods or services on or in connection with
which such use is likely to cause confusion, or to cause mistake, or to
deceive,

shall be liable in a civil action by the registrant for the remedies hereinafter

provided. Under subsection (b) hereof, the registrant shall not be entitled to

recover profitsor damages unless the acts have been committed with knowledge

that such imitation is intended to be used to cause confusion, or to cause mistake, or

to deceive.

The Lanham Act defines a counterfeit mark as “a spurious mark which is aentth, or
subgantially indistinguishable froma registerednark” 15 U.S.C. § 1127 (2012). Under 15
U.S.C.8 1114(1), the test for trademark infringement is whether there is a likelihood of confusion
of the counterfeit with the genuine goodPRolo Fashions, Inc. v. Craftex, In@16 F.2d 145, 148

(4th Cir. 1987).

Thus, once again, the fact that “The Webb Law Firm” is a registered aodtestable
service mark owned by Defendant and the fact that Plaintiff uses “The WebBilmaixto market
its legal services do noon their own, make Plaintiff liable under the Lanham Act. Rateer,
with the infringement, false designation, and dilution claims, the core inquihetherPlaintiff's
use of “The Webb Law Firm” to market its legal services constitutes use oftlk in a manner

likely to confuse consumers. Where Plaintiff's Complaint plausibly asserstéeshow that its
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use of “The Webb Law Firm” is not likely to confuse consumBmsfendant is not entitled to
judgment on the pleadings on the counterfeinalai

E. Cortrary to Defendant’'s assertionsRusty Webb’ssurrame is a relevant
consideration in the likelihood of confusion inquiry

Finally, Defendant contendbat Rusty Webb’s surname is “irrelant” to the Court’s
analysis Defendant argues that because Defendant’s registration of “The Webb Lawhksm
been afforded “incontestable” status, this status forecloses any challabhg&éht Webb Law
Firm” is merely a descriptive mark and undeserving of protection. In suppiidtafontention,
Defendant cite®ark ‘N Fly, Inc. v. Dollar Park & Fly, Ing 469 U.S. 189 (1985).

Although its argument is not the model of clarity, it appears Deferndafiisegheissue
of the validity of itsincontestable service mawkth the separate question of whetheourt in an
infringement suit may consider the descriptive nature of the incontestable hekletermining
whetherregistrant has proved that a likelihood of consumer confusion exists.

Defendant is correct that the incontestable status of its ser@demeans that Plaintiff
cannot claim thathe mark is merely descriptive arttierefore invalid and undeserving of any
protection Indeed, arademark$ incontestability provides a strong presumption in favor of the
mark’s protectibility and validity. Seel5 U.S.C. § 1115(b};one Star Steakhouse & Saloon, Inc.
v. Alpha of Virginia, InG.43 F.3d 922, 935 (4th Cir. 1995). Although not dispositive as to
likelihood of confusiona mark’sincontestable status entiléhe mark to substantial protection
Id. (citing Lois Sportswear, U.S.A., Inc. v. Levi Strauss &, @89 F.2d 867, 871 (2d Ct986).
The incontestable status alsocanclusive evidence dbefendant’sright to use the mark in

commerce as established in 15 U.S.C. § 1115(b).
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Defendanthowever,is incorrectin assertinghat Rusty Webb’s surname is “irrelevant” to
the Court’s evaluationn this infringement actionf whetherPlaintiff's use of“The Webb Law
Firm” was likely to cause confusionStated differently, incontestability alone does not prove that
a likelihood of confusion exists between two markBhis is true because r@gistrant of an
incontestable mark in an infringement actioust still establish that confusion is likelyAs noted
above, oe of the factors a court considersts likelihood of confusion analysis is the strength of
the mark. George & Co. LLC v. Imagination Enttr_td., 575 F.3d 383, 393 (4th Cir. 2009).
The strength of a mark is the degree to which a consumer in the relevant population, upon
encountering the mark, would associate the mark with a unique soGaeFirst of Maryland,

Inc. v. First Care, P.C 434 F.3d 263, 269 (4th Cir. 2006)hus, T the registered mark is weak
the purchasing public will not be likely to be confused by the use of aasimérk usedn
connection withother goodsor services A failure in proof that there was a likelihood of
confusion by Plaintiffs use of Defendant’s mark would meaat Plaintiff is not liable on
Defendant’s infringement claims.

The Fourth Circuit explored these principlesPetro Stopping Centers, L.P. v. James
River Petroleum,ric., 130 F.3d 88, 92 (4th Cir. 1997)There,the defendantegistrant(Petro
Stopping)argued that the district court erred in finding fHacause the “PETRO” mark was
desciptive and weak, there was no likelihood of confusion. Petro Stoppmged thabecause
eight of its PETRO marks wer@contestable, the district court was legally precluded from
reaching its conclusionld. Petro Stopping, like the Defendant hesiged Park ‘N Fly, Inc.in

support of its position.
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The Fourth Circuit soundly rejected Petro Stopping’s argument. The cdad: sta

Petro Stopping misapprehends Bek ‘N Fly holding and confuses the issue of a

trademarks validity with he separatequiry into a mark’s strength for purposes of

the likelihood of confusion determinationn Park ‘N Fly, the Supreme Court

held that a defendant in an infringement suit cannot claim that an incontestable

mark is merely descriptive and therefore invalid and undeserving of any protection.

The Court did not hold, however, that the descriptive nature of a mark may not be

considered in the separate likelihood of confusion inquiffais characterization

of the Courts holding is confirmed by the Trademark Law Revision Act of 1988,

which amended one of the Lanham Act's incontestability provisions to clarify that

“[s]Juch conclusive evidence of the right to use the registered mark shall bet subjec

to proof of infringement.” Pub.L. No. 106667, § 128(b)(1), 102 Stat. 3935, 3945

(codified at 15 U.S.C. § 1115(b)) (emphasis added).
130 F.3d at 92.The Fourth Circuithen notedother circuit precedent in accord with this rule
130 F.3d at 91(citing Lone Star Steakhouse & Saloon, |43 F.3dat 930 (stating that
incontestability affects the validity of the trademark but does not establidikehbood of
confusion necessary to warrant protection from infringemémihood of consumer confusion
remains an independent requirement for trademark infringencentts arefree to address
whether anincontestable trademark is descriptive or suggestive in determining whether the
likelihood of consumer confusion exists in this gaaed Shakespeare Co. v. Silstar Corp. of
America, Inc, 110 F.3d 234, 2380 (4th Cir.1997)(stating thailthough a district court cannot
cancel an incontestable trademark on grounds of functionality or descriptivenassand should
consider those grounds when determining whether likelihood of confusion has bbkshesja

As with the registrantiefendant inrPetro Stopping Centers, L.FDefendarns argument
that the incontestable statifgts service mark means that Rusty Webb’s surname is “irrelevant” to

the issues before the Court is erroneous. The @uustejects as baseless Defendant’s request

for judgment on the pleadings under this theory.
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IV. DEFENDANT’'S MOTION TO STRIKE AFFIRMATIVE DEFE$

Defendant moves to strike certain affirmative defenses asserted in Péaantgfver (ECF
12) to Defendant’'s counterclaims. (ECF 16 at+lls) Defendant argues th#ie asserted
defenses “incorporate concepts of negligence” and these defenses are irrelevant becaumss the clai
asserted impose strict liability.

Plaintiff does not oppose the motion. Accordingly, the CA&IRIKES affirmative
defenses-63, 10-12, and 15-18 from Plaintiff's answer to Defendant’s counterclaims.

V. CONCLUSION

For the reasons set forth above, the CDlENIES IN PART AND GRANTSIN PART
Defendant’'s motion for judgment on the pleadimgsl motion to strike [ECF 15the Court
DENIES the motion to the extent it seeks judgment on the pleadings; the@RANTS the
motion insofar it asks the Court to strike improper affirmative defen3és& CourtDENIES AS

MOOT Plaintiff's motion for judgment on the pleadings [ECF 28].

IT 1SSO ORDERED.
The CourtDIRECT Sthe Clerk to send a copy of this Order to counsel of record and any
unrepresented party.

ENTER: SeptembeR5, 2014

0 S

THOMAS E. JQHNSTON
UNITED STATES DISTRICT JUDGE
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