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OPINION 
 

ORDER GRANTING MOTIONS FOR PARTIAL 
SUMMARY JUDGMENT OF NO WILLFUL IN-
FRINGEMENT OF U.S. PATENT NOS. 4,383,272; 
4,439,759; 4,763,356; 4,958,226; AND 5,347,295  

In this case, Plaintiffs Lucent Technologies, Inc. 
("Lucent") and Multimedia Patent Trust ("MPT" and 
collectively "Plaintiffs") are pursuing claims for in-
fringement of United States patent numbers: 4,383,272 
("Netravali '272"); 4,439,759 ("Fleming '759"); 
4,763,356 ("Day '356"); 4,958,226 ("Haskell '226"); 
5,347,295 ("Agulnick '295" and collectively the "Pat-
ents"). 

On August 29, 2007, the Court granted leave for 
Dell Inc. ("Dell"), Gateway, Inc. and its related entities 
("Gateway"), and Microsoft Corporation ("Microsoft" 
and collectively "Defendants"), to bring  [*2] motions for 
partial summary judgment of no willful infringement in 
light of the Federal Circuit's recent case, In re Seagate 
Tech., LLC ("Seagate"), 497 F.3d 1360 (Fed. Cir. 2007) 
(en banc). (02-CV-2060-B (CAB) ("02 Doc.") No. 
2011.) On September 10, 2007, Dell Inc. moved for par-
tial summary judgment of no willful infringement with 
respect to all five Patents. (02 Doc. No. 2049.) Microsoft 
and Gateway joined Dell's motion. (02 Doc. Nos. 2050, 
2052.) Microsoft also brought its own motion with re-
spect to the Haskell '226, Netravali '272, Agulnick '295, 
and Day '356 patents. (02 Doc. No. 2053.) Gateway and 
Dell joined Microsoft's motion. (02 Doc. Nos. 2055, 
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2057.) On September 11, 2007, Gateway brought its own 
motion with respect to the Fleming '759, Haskell '226, 
Netravali '272, and Day '356 patents. (02 Doc. No. 
2056.) Microsoft and Dell joined Gateway's motion. (02 
Doc. Nos. 2059-60.) On October 5, 2007, Plaintiffs filed 
their opposition to the motions. (02 Doc. No. 2119.) On 
October 12, 2007, Defendants filed replies for each of 
their motions (02 Doc. Nos. 2135, 2137-38.) Dell and 
Gateway joined Microsoft's reply. (02 Doc. No. 2139, 
2141.) Microsoft and Gateway joined Dell's  [*3] reply. 
(02 Doc. No. 2140-41.) Microsoft joined Gateway's re-
ply. (02 Doc. No. 2140.) 

On October 16, 2007, the Court severed matters re-
lated to these five patents from Case 02-CV-2060-B 
(CAB) and its consolidated cases (Doc. No. 1.) On Octo-
ber 17, 2007, the case was reassigned to Judge Huff un-
der Local Rule 40.1. (Doc. No. 2.) The motions consid-
ered here relate only to the severed patents and are there-
fore properly considered part of this action. 

On October 19, 2007, the Court held a hearing on 
these motions. Attorneys Robert Appleby, Paul Bondor, 
and Michael Stadnick appeared for Lucent and MPT, 
Joseph Micallef appeared for Dell, Jeffrey Plies appeared 
for Gateway, and John Gartman and Lara Garner ap-
peared for Microsoft. 

After considering the motions, the Court grants the 
motions for partial summary judgment of no willful in-
fringement of U.S. Patent Nos. 4,383,272, 4,439,759, 
4,763,356, 4,958,226, and 5,347,295. 

Background 

1. The Video Patents - Netravali '272 and Haskell 
'226  

The Netravali '272 and Haskell '226 patents (the 
"Video Patents") are both allegedly essential to MPEG 
standards for video data compression and transport. 
Plaintiffs allege that Defendants' products infringe the 
patents  [*4] by implementing MPEG standards. Netra-
vali '272 is entitled "Video Signal Interpolation Using 
Motion Estimation." The Patent and Trademark Office 
("PTO") granted it on May 10, 1983, to inventors Arun 
Netravali and John Robbins. The invention "relates gen-
erally to interpolation of video signals and, in particular, 
to interpolation of video signals using motion estima-
tion." (Netravali '272 1:6-8.) Haskell '226 is entitled 
"Conditional Motion Compensated Interpolation of Digi-
tal Motion Video." The PTO granted it on September 18, 
1990, to inventors Barin Haskell and Atul Puri. It in-
volves "a method and apparatus for encoding and decod-
ing video signals of moving images." (Haskell '226 1:6-
7.) 

The Court has previously rendered summary judg-
ment on a number of issues related to infringement and 

invalidity. For both patents, the Court granted summary 
judgment of no infringement under the doctrine of 
equivalents, but denied motions for summary judgment 
of no literal infringement. (See 02 Doc. Nos. 1921, 
1938.) With respect to the Netravali '272 patent, the 
Court declined to grant Plaintiffs' motions for summary 
judgment of no invalidity under 35 U.S.C. §§ 102(b) and 
102(g). Instead, the Court  [*5] ruled in Defendants' fa-
vor on a number of predicate issues related to section 
102(g) invalidity. (See 02 Doc. No. 1948.) The Court 
concluded that: (1) all method steps of claim 13 are pre-
sent in a dissertation by Dr. Janswat Jain, (2) there was 
an absence of diligence reducing claim 13 to practice 
between Dr. Jain's alleged reduction to practice and filing 
of the patent application, and (3) the inventors did not 
actually reduce the invention to practice prior to filing 
the patent application. (Id. at 5-6.) This leaves only a 
question regarding when, if at all, Dr. Jain reduced to 
practice the method described in his dissertation. 

II. Day '356 

The Day '356 patent is entitled "Touch Screen Form 
Entry System." The PTO granted it on August 9, 1988 to 
inventors Benjamin Day, et al. The Court previously 
granted summary adjudication of no literal infringement 
with respect to all claims but 19 and 21, on which ques-
tions of fact remain. (See 02 Doc. Nos. 1240, 1813.) The 
Court also denied cross-motions for summary judgment 
regarding the alleged invalidity of this patent. (See 02 
Doc. No. 1795.) 

III. Fleming '759 and Agulnick '295 

Lucent stated that it does not intend pursue allega-
tions of willful  [*6] infringement with respect to the 
Fleming '759 and Agulnick '295 patents. (See Lucent 
and MPT's Opp'n Def. Mot. Partial Summ. J. No Willful 
Infringement ("Opp'n Brief") at 1 n. 1.). 

Discussion 

I. Summary Judgment Standard 

Under Rule 56(c) of the Federal Rules of Civil Pro-
cedure, a court may grant summary judgment upon a 
claim "if the pleadings, depositions, answers to inter-
rogatories, and admissions on file, together with the affi-
davits, if any, show that there is no genuine issue as to 
any material fact and that the moving party is entitled to 
a judgment as a matter of law." A party moving for 
summary judgment bears the initial burden of establish-
ing the absence of a genuine issue of material fact for 
trial. See Devereaux v. Abbey, 263 F.3d 1070, 1076 (9th 
Cir. 2001) (citing Celotex Corp. v. Catrett, 477 U.S. 317, 
323, 106 S. Ct. 2548, 91 L. Ed. 2d 265 (1986)). Where 
the nonmoving party bears the burden of persuasion at 
trial, the moving party's burden "may be discharged by 
'showing'--that is, pointing out to the district court--that 
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there is an absence of evidence to support the nonmoving 
party's case." Celotex Corp., 477 U.S. at 325. This re-
quirement is not met "simply  [*7] by saying that the 
nonmoving party has no such evidence." Nissan Fire & 
Marine Ins. Co. v. Fritz Cos., Inc., 210 F.3d 1099, 1105 
(9th Cir. 2000). The moving party must have at least 
made reasonable efforts to obtain such evidence using 
the normal tools of discovery. See Id. at 1105-06. 

"On a motion for summary judgment the court ex-
amines the evidence in the light most favorable to the 
non-moving party." Porter v. Cal. Dep't of Corr., 419 
F.3d 885, 887 n.1 (9th Cir. 2005). However, "[w]hen 
opposing parties tell two different stories, one of which 
is blatantly contradicted by the record, so that no reason-
able jury could believe it, a court should not adopt that 
version of the facts" for summary judgment purposes. 
See Scott v. Harris, 127 S. Ct. 1769, 1776, 167 L. Ed. 2d 
686 (2007). 

Once the moving party meets the requirements of 
Rule 56, the burden shifts to the party resisting the mo-
tion, who must set forth specific facts showing that there 
is a genuine issue of material fact. See Anderson v. Lib-
erty Lobby, Inc., 477 U.S. 242, 248-56, 106 S. Ct. 2505, 
91 L. Ed. 2d 202 (1986). The opposing evidence must be 
sufficiently probative to permit a reasonable trier of fact 
to find in favor of the opposing party. See id. at 249-250. 
Thus,  [*8] the non-moving party cannot oppose a prop-
erly supported summary judgment motion by "rest[ing] 
upon mere allegation or denials of his pleadings." Id. at 
256. If the non-moving party fails to make a sufficient 
showing of an element of its case, the moving party is 
entitled to judgment as a matter of law. See Celotex, 477 
U.S. at 322-23. 

II. Seagate and the New Willful Infringement 
Standard 

In re Seagate Technology, LLC set a new, higher 
standard for plaintiffs by replacing the previous willful 
infringement inquiry with a requirement of objective 
recklessness. See Seagate, 497 F.3d at 1368-72 (overrul-
ing Underwater Devices Inc. v. Morrison-Knudsen Co., 
717 F.2d 1380 (1983)). The Federal Circuit reasoned that 
its old standard was "more akin to negligence" than the 
general understanding of willfulness in the civil context.  
Id. at 1371. The court pointed to other situations where 
courts have defined willfulness to encompass reckless 
behavior, including the Copyright Act and the Supreme 
Court's recent consideration of willfulness liability for 
punitive damages in Safeco Insurance Co. of America v. 
Burr, 127 S.Ct. 2201, 167 L. Ed. 2d 1045 (2007). See id. 
at 1370-71. 

As a result, "proof of willful infringement permitting  
[*9] enhanced damages requires at least a showing of 
objective recklessness." Id. at 1371. This involves a two-

step analysis. First, the patentee must meet a threshold 
inquiry by showing "by clear and convincing evidence 
that the infringer acted despite an objectively high likeli-
hood that its actions constituted infringement of a valid 
patent," 1 without considering the accused infringer's 
state of mind. Id. Upon passing this threshold, "the pat-
entee must also demonstrate that this objectively-defined 
risk (determined by the record developed in the in-
fringement proceeding) was either known or so obvious 
that it should have been known to the accused infringer." 
Id. The court also emphasized that there was no longer 
an affirmative duty of care and "no affirmative obligation 
to obtain opinion of counsel." Id. 
 

1   Although Seagate raises the underlying stan-
dard for willfulness, the pre-Seagate burden of 
persuasion was also one of clear and convincing 
evidence. See, e.g., Comark Communs. v. Harris 
Corp., 156 F.3d 1182, 1190 (Fed. Cir. 1998). The 
"clear and convincing" standard lies between 
"beyond a reasonable doubt" and "preponderance 
of the evidence." Pfizer, Inc. v. Apotex, Inc., 480 
F.3d 1348, 1360 n.5  [*10] (citing Addington v. 
Texas, 441 U.S. 418, 425, 99 S. Ct. 1804, 60 L. 
Ed. 2d 323 (1979)). Though "an exact definition 
is elusive," it has been described as "evidence 
that 'place[s] in the ultimate factfinder an abiding 
conviction that the truth of its factual contentions 
are highly probable.'" Id. (quoting Colorado v. 
New Mexico, 467 U.S. 310, 316, 104 S. Ct. 2433, 
81 L. Ed. 2d 247 (1984)). 

The Federal Circuit left open the details of applying 
this standard, though it observed that "standards of 
commerce" are among factors likely to be considered. Id. 
at 1371 & n.5. This Court is not left without other guid-
ance in this area, however. Seagate clearly intended to 
bring willful infringement more in line with general no-
tions of willfulness in the civil context, so cases like 
Safeco provide direction. Also, while Seagate abandoned 
the affirmative duty of care and obligation to obtain an 
opinion of counsel, it did not expressly abandon other 
factors previously applied to the willfulness inquiry. The 
Court concludes that it may look to such factors and con-
sider them to the extent that they are consistent with the 
new Seagate standard. 

In Safeco, the Supreme Court examined the meaning 
of a "reckless" violation of the Fair Credit Reporting Act. 
See Safeco Ins. Co., 127 S.Ct. at 2215-16.  [*11] There, 
the Court concluded that a company has not acted in 
reckless disregard of the Act unless its action was "not 
only a violation under a reasonable reading of the stat-
ute's terms, but shows that the company ran a risk of vio-
lating the law substantially greater than the risk associ-
ated with a reading that was merely careless." Id. at 
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2215. By analogy, an objectively high likelihood of in-
fringement may require a risk substantially greater than 
that associated with a merely careless reading of the pat-
ent. 

Before Seagate, the Federal Circuit evaluated will-
fulness "under the totality of the circumstances." Sea-
gate, 497 F.3d at 1369. Although the court abandoned 
the affirmative obligation to seek counsel's opinion, Sea-
gate does not suggest that the Federal Circuit intended to 
jettison the general approach of viewing willfulness un-
der the totality of the circumstances. Even advice of 
counsel may remain relevant, at least as a defense to 
willfulness, though no longer an affirmative duty. Re-
taining a totality of the circumstances inquiry is also en-
couraged by the long tradition of giving trial courts dis-
cretion to enhance infringement damages based on the 
specific circumstances of a case.  [*12] See id. at 1369-
70 (describing history of discretionary enhanced dam-
ages in patent statutes and creation of willfulness stan-
dard to govern this inquiry); 35 U.S.C. § 2254. One ob-
vious caveat to examining the totality of the circum-
stances is that the accused infringer's state of mind is not 
relevant to the first threshold step in the Seagate test. 
Seagate, 497 F.3d at 1371. 

One factor that is particularly relevant under the new 
analysis is the objective likelihood of success on any 
contentions of invalidity or unenforceability. The Federal 
Circuit phrased the first threshold step in terms of "an 
objectively high likelihood . . . [of] infringement of a 
valid patent." Id. Pre-Seagate decisions on willfulness 
also considered contentions of invalidity and unenforce-
ability, though in a more subjectively light than now re-
quired by the first prong of the Seagate inquiry. See, e.g., 
Ortho Pharm. Corp. v Smith 959 F.2d 936, 944 (observ-
ing that for counsel's opinion to provide protection from 
willfulness allegations, it must be "thorough enough, as 
combined with other factors, to instill a belief in the in-
fringer that a court might reasonably hold the patent is 
invalid, not infringed, or unenforceable").  [*13] Al-
though Seagate's formulation of the first prong does not 
expressly mention enforceability, its inclusion is only 
logical since enforceability is a prerequisite for infringe-
ment.  

III. Netravali '272 and Haskell '226 Patents 

A. Objectively High Likelihood of Infringement 

1. Considerations Common to Both Patents 

a. The MPEG-2 Standard 

Plaintiffs argue that there must be an objectively 
high likelihood of infringement because Defendants have 
conceded both: (1) that the Video Patents are essential to 
the MPEG-2 standard and (2) that their products practice 
the MPEG-2 standard. The Court finds this argument 

unpersuasive for two reasons. First, for purposes of this 
motion Defendants have not conceded the that the pat-
ents are essential to the MPEG-2 standard. It is true that 
the Court recently observed that "[t]he parties do not 
dispute that the two patents are essential to the MPEG-2 
standard." (Order Granting Part Denying Part Mots. 
Summ. J., 02 Doc. No. 2109, at 7.) There, the Court con-
sidered various affirmative defenses and counterclaims 
related to the transfer of patents to MPT. That order did 
not address the questions invalidity and infringement 
implicated here. Defendants argue that the  [*14] conces-
sions in that context were made for purposes of argument 
and should not defeat alternative pleadings that challenge 
these Video Patents. The Court agrees. Federal Rule of 
Civil Procedure 8(e) permits alternative and even incon-
sistent pleadings. Defendants' briefs adequately describe 
various ways that they have challenged the Video Pat-
ents' applicability to the MPEG-2 standard throughout 
this litigation. While there may come a point when the 
parties must be bound to a particular stance on inconsis-
tent pleadings, the arguments made surrounding the 
trust-related summary judgment motions do not require 
this result. 

Second, even if Defendants had conceded that the 
patents are essential to the MPEG-2 standard, this is not 
equivalent to conceding that they have infringed a valid 
patent. Success on an invalidity defense could render the 
question of infringement moot, so the likelihood of inva-
lidity must be considered along with any other relevant 
factors. Furthermore, a legal determination of infringe-
ment requires both a judicial construction of the claim 
and a "factual finding of whether properly construed 
claims encompass the accused structure." Texas Instru-
ments, Inc. v. U.S. Int'l Trade Comm'n, 805 F.2d 1558, 
1562 (Fed. Cir. 1986).  [*15] A determination that a pat-
ent is essential to a standard, though it maybe similar to 
an infringement determination, is not identical and there-
fore not binding on a court's infringement analysis.  

After reviewing the motions and exhibits, the Court 
concludes that Defendants have met their initial burden 
under the Celotex standard with respect to all the Patents. 
See Celotex Corp., 477 U.S. at 325. The parties have 
completed substantially all discovery in this matter. Sig-
nificantly, Defendants point to specific documents show-
ing that there is a lack of evidence of willful infringe-
ment. For example, Microsoft points to an interrogatory 
response in which Lucent indicates that it bases its con-
tentions of willfulness on Microsoft having received no-
tice of the patents combined with a failure to discharge 
obligations established under the pre-Seagate standard. 
(See Decl. John Gartman Supp. Microsoft's Mot. Summ. 
J. No Willful Infringement, Ex 1.) These obligations are 
no longer present. Seagate, 497 F.3d at 1371. Accord-
ingly, the burden shifts to Plaintiffs to present evidence 
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that could permit a reasonable trier of fact to find willful 
infringement by clear and convincing evidence under the  
[*16] requirements set forth in Seagate.  

In attempting to avoid summary judgment, Plaintiffs 
offer the opinion of Kenneth Rubenstein of Meltzer, 
Lippe, Goldstein, Wolf, & Shlissel, P.C., that these two 
patents are essential to various sections of the MPEG-2 
standard. (See Decl. Jordan Malz Supp. Lucent MPT's 
Opp'n Defs.' Mots. Partial Summ J. No Willful Infringe-
ment ("Malz Decl."), Ex. 25 at 451-61.) His analysis 
maps various claims to sections of the MPEG-2 standard, 
but it does not encompass all factors relevant to the first 
step of the Seagate analysis, such as validity. (See Decl. 
Lara Garner Supp. Microsoft's Reply Supp. Mot. Partial 
Summ. J. No Willful Infringement ("Garner Reply 
Decl.") Ex. 1 at 7 (excerpt from Rubenstein deposition 
stating that while some prior art may have been exam-
ined, "we never looked at validity.")). Defendants point 
out that Rubenstein's analysis was made more than a 
decade ago without an opportunity to apply the Court's 
claim construction orders for these patents. Also, Ruben-
stein's opinion is limited to an analysis of the standard in 
the abstract, not to any particular product or implementa-
tion of the standard. The Court concludes that the 
Rubenstein opinion  [*17] does not defeat summary 
judgment on willful infringement by clear and convinc-
ing evidence. 

b. PTO's Reexamination Orders 

Defendants' position is bolstered by PTO orders 
granting their ex parte requests for reexamination of both 
patents due to substantial new questions of patentability. 
(See Decl. Joseph Micallef Supp. Reply Supp. Dell's 
Mot. Summ J. Ex. 5-6 ("Micallef Reply Decl.") (granting 
requests for reexamination of claim 12 of Haskell '226 
and claim 13 of Netravali '272).) The orders refer to prior 
art raised both in that proceeding and here. Although 
there is a presumption of validity for issued patents, 35 
U.S.C. § 282, the orders undoubtedly recognize a sub-
stantial question regarding patentability, even viewed in 
a light favorable to Plaintiffs. See 35 U.S.C. § 304 (re-
quiring the Director to issue an reexamination order upon 
finding "a substantial new question of patentability"). 
The Court concludes that the PTO's determination of a 
substantial question of patentability supports Defendants' 
position, even though these orders are preliminary and 
any reexamination may be subject to court review under 
35 U.S.C. § 306. The PTO's order is consistent with this 
Court's prior rulings  [*18] that have recognized factual 
questions remain regarding validity. (See, e.g., 02 Doc. 
No. 1922, 1948.) 

At oral argument, Plaintiffs raised two challenges to 
using the reexamination orders in this context. First, they 
argued that the orders should be given less weight since 

they are based on ex parte applications. This does not, 
however, change the fact that the PTO must make an 
independent determination of whether there is a "sub-
stantial new question of patentability." 35 U.S.C. § 304. 
Second, they presented statistics suggesting that the great 
majority of reexamination requests are granted and ar-
gued that the orders should therefore be given less 
weight. Nevertheless, the statistics do not persuade the 
Court that the PTO failed to fulfill its statutory duty of 
deciding whether there is a substantial question of pat-
entability. 

The Court does not assume that a reexamination or-
der will always prevent a plaintiff from meeting their 
burden on summary judgment regarding willful in-
fringement, but it does consider this as one factor among 
the totality of the circumstances. It does appear that a 
reexamination order may be taken as dispositive with 
respect to post-filing conduct. The Seagate  [*19] court 
observed that "[a] substantial question about invalidity or 
infringement is likely sufficient not only to avoid a pre-
liminary injunction, but also a charge of willfulness 
based on post-filing conduct." Seagate, 497 F.3d at 
1374. To the extent the Court accepts the PTO's determi-
nations that there are substantial questions of validity, the 
Court grants partial summary judgment of no willful 
infringement with respect to post-filing conduct.  

c. Expert Opinions on Infringement 

In addition to alleged essentiality under the MPEG-2 
standard, the only other evidence Plaintiffs offer to over-
come the first threshold of Seagate is the declaration of 
their expert Bernd Girod. (See Malz Decl. Ex. 3.) Unlike 
the Rubenstein opinion, this declaration analyzes the 
claims as they relate to Defendants' products and ad-
dresses potential invalidity concerns. Defendants have 
responded with their own set of expert opinions to the 
contrary. (See Decl. Jeffrey Plies Supp. Gateway's Reply 
Brief Mot. Partial Summ. J. No Willful Infringement 
("Plies Reply Decl.") Ex. 1; Decl. Michael Stadnick 
Supp. MPT's Opp'n Defs.' Mots. Summ. J. Concerning 
Video Patents, 02 Doc. No. 1662, Ex. 13; Micallef Reply 
Decl. Ex.  [*20] 2; Garner Reply Decl. Ex. 3-4.) 

The Court concludes that there is not a question 
close enough for a reasonable trier of fact to find that 
there was an objectively high risk of infringement. The 
Supreme Court's Safeco opinion, which formed part of 
the foundation of Seagate, indicates that this risk must be 
substantially more than that associated with a merely 
careless reading of the patent. See Safeco Ins. Co., 127 
S.Ct. at 2215. The expert opinions present complex tech-
nical questions and highly disputed issues of infringe-
ment that are not in Plaintiffs' favor by clear and con-
vincing evidence. Plaintiffs have not pointed to anything 
in Girod's declaration suggesting that he considered the 
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risk of infringement to be usually high or the result of 
something more than a merely careless interpretation of 
the patent. In sum, the Court concludes that no reason-
able trier of fact could conclude, by clear and convincing 
evidence, that there is an objectively high likelihood of 
infringement. 

2. Specific Considerations for Netravali '272 

With regard to Netravali '272 claim 13, the court has 
already ruled in Defendants' favor on several threshold 
issues required to establish an invalidity defense under  
[*21] 35 U.S.C. § 102(g). (02 Doc. No. 1948.) Plaintiffs 
have not asserted this patent against Microsoft. The 
Court notes that the only question remaining as to the 
other defendants is the timing with which Dr. Janswat 
Jain reduced his dissertation to practice, if at all. The 
Court concludes that this alone is enough to prevent 
Plaintiffs from meeting their burden of showing that they 
could establish an objectively high likelihood of in-
fringement by clear and convincing evidence. Whether 
or not this is ultimately resolved in Plaintiffs' favor, it is 
undoubtedly a close question of invalidity. 

3. Conclusion 

Given the issues on invalidity with Netravali '272 
claim 13, the court concludes that Plaintiffs have failed 
to meet their burden to offer evidence that would permit 
a reasonable trier of fact to find, by clear and convincing 
evidence, an objectively high likelihood of infringement 
of a valid patent. The Court concludes that there are sub-
stantial questions on the other Video Patent claims re-
lated to invalidity, and this in combination with Plain-
tiffs' evidence of infringement is not enough to pass the 
threshold for the first step of Seagate.  

B. Knowledge or Obviousness of Objectively De-
fined  [*22] Risk 

Given that Plaintiffs failed to meet the first threshold 
test, the Court declines to decide whether Plaintiffs fulfill 
the second step of the Seagate test. Plaintiffs have failed 
to make the requisite showing necessary to survive 
summary judgment. Accordingly, the Court GRANTS 
Defendants' motions for summary judgment of no willful 
infringement with respect to the Netravali '272 and Has-
kell '226 patents. 

IV. The Day '356 Patent 

As with the Video Patents; the PTO has issued a re-
examination order on Day '356, citing a substantial new 
question of patentability. (See Micallef Reply Decl. Ex. 
4.) The order notes a substantial question with respect to 
claims 19 and 21, the only two claims still at issue in this 
litigation. (See id. at 32.) As with the Video Patents, this 
decision is not controlling, but it does weigh against 
Plaintiffs' position. It is enough to overcome a finding of 

willfulness with respect to post-filing conduct. Seagate, 
497 F.3d at 1374. The PTO's decision is consistent with 
this Court's prior summary judgment ruling that recog-
nized there is a question of fact regarding invalidity. (See 
02 Doc. No. 1795.) 

As with the Video Patents, both sides offer conflict-
ing expert  [*23] opinions regarding infringement and 
validity. Lucent offers the opinions of Bruce Tognazzini. 
(See Malz Decl. Ex. 5; Decl. Eric Hayes Supp. Lucent's 
Opp'n Microsoft's Mot. Non-Infringement, 02 Doc. No. 
1490 Ex. 1.) Defendants offer their own experts in reply. 
(See e.g., Dell's Reply Supp. Mot. Partial Summ. J. No 
Willful Infringement at 4 n.5.) Much like the Video Pat-
ents, the Court concludes that viewing the various expert 
opinions in the light most favorable to Plaintiffs and in 
combination with other factors, they do not present a 
question close enough that a reasonable trier of fact 
could find that there was an objectively high risk of in-
fringement. The opinions are not in Plaintiffs' favor by 
clear and convincing evidence, and they have not pointed 
to anything in Tognazzini's statements suggesting that he 
considered the risk of infringement to be usually high or 
the result of something more than a merely careless in-
terpretation of the patent.  

The Court concludes that no reasonable trier of fact 
could find, by clear and convincing evidence, that defen-
dants willfully infringed the Day '356 patent. Therefore, 
the Court GRANTS Defendants' motions for partial 
summary judgment of no  [*24] willful infringement 
with respect to this patent. 

V. Plaintiffs Alleged Failure to Move for Sum-
mary Judgment of Willful Infringement 

Defendants have argued that their motions must be 
granted because Plaintiffs have not moved for summary 
judgment on willful infringement and either not moved 
for summary judgment or been denied summary judg-
ment on other related issues, including some of Defen-
dants' invalidity defenses. The Court disagrees. Defen-
dants offer no legal authority for this proposition, and the 
Court sees no reason that a party's decision not to bring a 
summary judgment motion requires that summary judg-
ment be granted to an opposing party. To hold otherwise 
would prevent parties from exercising judgment over 
litigation strategy and burden the courts with additional 
motions. 

Similarly, a denial of summary judgment does not 
require the Court to grant an opposing party's motion on 
that same issue, let alone a different one. See, eg., Star-
sky v. Williams, 512 F.2d 109, 112 (9th Cir. 1975) 
("[T]he mere fact that the parties make cross-motions for 
summary judgment does not necessarily mean that there 
are no disputed issues of material fact and does not nec-
essarily permit the judge to  [*25] render judgment in 
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favor of one side or the other.") The Court recognizes, 
however, that certain prior adjudications weigh against 
Plaintiffs' position, and it affords these rulings considera-
tion in its discussion of the individual patents. 

VI. Fleming '759 and Agulnick '295 Patents 

Lucent indicated that it does not intend to pursue 
claims of willful infringement with respect to the Flem-
ing '759 and Agulnick '295 patents. After reviewing the 
moving papers, the Court GRANTS Defendants motions 
for partial summary judgment of no willful infringement 
with respect to these patents. (See Opp'n Brief at 1 n.1.) 

Conclusion 

For the reasons set forth above, the Court GRANTS 
the Defendants' motions for partial summary judgment of 
no willful infringement with respect to U.S. Patent Nos. 
4,383,272, 4,439,759, 4,763,356, 4,958,226 and 
5,347,295. 

IT IS SO ORDERED. 

DATED: October 30, 2007 

/s/ Marilyn L. Huff 

MARILYN L. HUFF District Judge 

UNITED STATES DISTRICT COURT 
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