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IN THE UNITED STATES DISTRICT COURT
FOR THE WESTERN DISTRICT OF WISCONSIN

APPLE INC.,

Plaintiff and Counterclaim- Case No. 10-CV-00662-BBC
Defendant,
V. JURY TRIAL DEMANDED

MOTOROLA, INC. and MOTOROLA
MOBILITY, INC.,

Defendants and Counterclaims-
Plaintiffs.

APPLE INC.’"S ANSWER, AFFIRMATIVE DEFENSES, AND COUN TERCLAIMS TO
MOTOROLA, INC. AND MOTOROLA MOBILITY, INC.'S JOINT
COUNTERCLAIMS AND MOTOROLA MOBILITY, INC.’S COUNTER CLAIMS

Plaintiff Apple Inc. (“Apple”) by and through itshdlersigned counsel, hereby responds to
Motorola, Inc. and/or Motorola Mobility, Inc.’s (dectively, “Motorola”) Joint Counterclaims,
and Motorola Mobility, Inc.’s (“Motorola Mobility”)Counterclaims as follows:

l.
ANSWER TO DEFENDANTS’ JOINT COUNTERCLAIMS

1. No response to Paragraph 1 is required.
PARTIES
2. On information and belief, Apple admits that Moti@;dnc. is a corporation

organized under the laws of the State of Delawaith, its principal place of business at 1303
East Algonquin Road, Schaumburg, lllinois 601961 idlormation and belief, Apple admits
that Motorola Mobility is a corporation organizeandeexisting under the laws of the State of
Delaware, having a principal place of busines0atMorth U.S. Highway 45, Libertyville,
lllinois 60048. On information and belief, Appldmaits that Motorola Mobility is a wholly

owned subsidiary of Motorola, Inc.
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3. Apple admits that it is a corporation organized aristing under the laws of the
State of California, having a principal place obimess at 1 Infinite Loop, Cupertino, California
95014.

JURISDICTION AND VENUE

4. Apple admits that the Joint Counterclaims purpotié counterclaims for
Declaratory Relief under Title 35 of the Unitedt8saCode, as well as under 28 U.S.C. 88 1331,
1332, 1338, 2201, and 2202. Apple does not cotitesCourt’s jurisdiction over the Joint
Counterclaims.

5. Apple admits that this Court has personal jurisdicbver Apple. Apple admits
that it offers for sale and has sold its productpdrsons within this District, operates retairsto
within this District, and conducts business in fistrict. Except as so expressly admitted
herein, Apple denies the allegations in Paragraphtbe Joint Counterclaims.

6. Apple admits that venue is proper in this Distpatsuant to 28 U.S.C. 88§
1391(b)-(c) and 1400(b).

COUNTERCLAIM I: DECLARATORY JUDGMENT OF NON-INFRIN GEMENT,
INVALIDITY, AND UNENFORCEABILITY OF U.S. PATENT NO. 7,479,949
7. Apple refers to and incorporates herein its answasngrovided in Paragraphs 1-6
above.
8. Apple admits that it has asserted claims againgbMta for the infringement of
U.S. Patent No. 7,479,949 (“the '949 patent”).
9. No response to Paragraph 9 is required.
10.  Apple denies the allegations in Paragraph 10 oftwet Counterclaims.
11. Apple admits that there is a substantial and cairignjusticiable controversy
between Apple and Motorola as to the infringemealidity, and enforceability of the '949
patent.

12.  Apple denies the allegations in Paragraph 12 ofitwet Counterclaims.



COUNTERCLAIM II: DECLARATORY JUDGMENT OF NON-INFRI'  NGEMENT,
INVALIDITY, AND UNENFORCEABILITY OF U.S. PATENT NO. 6,493,002
13.  Apple refers to and incorporates herein its answasngrovided in Paragraphs 1-6
above.
14.  Apple admits that it has asserted claims againgbMta for the infringement of
U.S. Patent No. 6,493,002 (“the 002 patent”).
15. No response to Paragraph 15 is required.
16.  Apple denies the allegations in Paragraph 16 oftwet Counterclaims.
17.  Apple admits that there is a substantial and cairigjusticiable controversy
between Apple and Motorola as to the infringemealidity, and enforceability of the '002
patent.

18.  Apple denies the allegations in Paragraph 18 ofitwet Counterclaims.

COUNTERCLAIM Ill: DECLARATORY JUDGMENT OF NON-INFR INGEMENT,

INVALIDITY, AND UNENFORCEABILITY OF U.S. PATENT NO. 5,838,315

19.  Apple refers to and incorporates herein its answasngrovided in Paragraphs 1-6
above.

20.  Apple admits that it has asserted claims againgbMta for the infringement of
U.S. Patent No. 5,838,315 (“the '315 patent”).

21. No response to Paragraph 21 is required.

22.  Apple denies the allegations in Paragraph 22 oftuet Counterclaims.

23. Apple admits that there is a substantial and camnjusticiable controversy
between Apple and Motorola as to the infringemealidity, and enforceability of the 315
patent.

24.  Apple denies the allegations in Paragraph 24 oftuet Counterclaims.



JOINT REQUEST FOR RELIEF
25.  Apple denies that Motorola is entitled to any df telief sought in its prayer for
relief, including that requested in Paragraphsttdpugh (D). The '949, '002, and '315 patents
are valid, enforceable, and infringed by MotorolMotorola is not entitled to recover statutory
damages, compensatory damages, enhanced damagespanting, costs, fees, interest or any
other type of recovery from Apple. Motorola’s peaghould, therefore, be denied in its entirety
and with prejudice, and Motorola should take naghin

ANSWER TO MOTOROLA MOBILITY'S COUNTERCLAIMS

26. No response to Paragraph 26 is required.

27.  Apple admits that the Counterclaims allege thatl&ppfringes U.S. Patents Nos.
5,311,516 (“the '516 patent”), 5,319,712 (“the "7d&ent”), 5,490,230 (“the 230 patent”),
5,572,193 (“the '193 patent”), 6,175,559 (“the '53&ent”), and 6,359,898 (“the ‘898 patent”)
(collectively, “the Asserted Patents”), and thattbtola seeks remedies for Apple’s alleged
infringement. Apple denies infringing any of theskrted Patents and all remaining allegations
of Paragraph 27.

PARTIES

28.  Oninformation and belief, Apple admits that Motartobility is a corporation
organized and existing under the laws of the Sihf@elaware, having a principal place of
business at 600 North U.S. Highway 45, Libertyyillenois 60048. On information and belief,
Apple admits that Motorola Mobility is a wholly owd subsidiary of Motorola, Inc. Apple is
without knowledge or information sufficient to foranbelief as to the truth of the remaining
allegations in Paragraph 28 of the Counterclaimd, an that basis, denies those allegations.

29. Apple admits that it is a corporation organized aris$ting under the laws of the
State of California, having a principal place obimess at 1 Infinite Loop, Cupertino, California

95014.



JURISDICTION AND VENUE

30. Apple admits that these Counterclaims purport igeaunder the patent laws of
the United States, 35 U.S.C. 8§ 1 et seq., but deamg wrongdoing or liability on its own behalf
for the reasons stated herein. Apple admits thatQourt has subject matter jurisdiction under
28 U.S.C. 88 1331 and 1338(a). Except as so eslgradmitted herein, Apple denies the
allegations in Paragraph 30 of the Counterclaims.

31. Apple admits that this Court has personal jurisdicbver Apple. Apple admits
that it offers for sale and has sold its productpdrsons within this District, operates retairsto
within this District, and conducts business in fistrict. Apple denies that it has committed
any acts of infringement within this District angesifically denies any wrongdoing,
infringement, inducement of infringement or condtibn to infringement. Except as so
expressly admitted herein, Apple denies the allegatin Paragraph 31 of the Counterclaims.

32.  Apple admits that venue is proper in this Distgatsuant to 28 U.S.C. 88
1391(b)-(c) and 1400(b).

MOTOROLA MOBILITY'S COUNTERCLAIM IV:
INFRINGEMENT OF U.S. PATENT NO. 5,311,516

33.  Apple refers to and incorporates herein its ansasngrovided in Paragraphs 1-6
and 26-32 above.

34. Apple admits that the '516 patent states on ite taat it is entitled “Paging
System Using Message Fragmentation to Redistribaific.” Apple further admits that the
'516 patent states on its face that it issued oy M3 1994. Apple denies that the '516 patent
was duly or lawfully issued. Except as so expseadimitted herein, Apple denies the
allegations in Paragraph 34 of the Counterclaims.

35.  Apple is without knowledge or information sufficieio form a belief as to the
truth of the allegations concerning Motorola Matyik purported ownership of all rights, title

and interest in the '516 patent and, thereforeiedetiose allegations.



36.  Apple denies the allegations in Paragraph 36 oChenterclaims.
37. Apple denies the allegations in Paragraph 37 oCibenterclaims.
38. Apple denies the allegations in Paragraph 38 oChenterclaims.
39. Apple denies the allegations in Paragraph 39 oChenterclaims.

40. Apple denies the allegations in Paragraph 40 oCibxenterclaims.

MOTOROLA MOBILITY'S COUNTERCLAIM V:
INFRINGEMENT OF U.S. PATENT NO. 5,319,712

41.  Apple refers to and incorporates herein its ansaensrovided in Paragraphs 1-6
and 26-32 above.

42.  Apple admits that the '712 patent states on ite that it is entitled “Method and
Apparatus for Providing Cryptographic Protectioradbata Stream in a Communication
System.” Apple further admits that the '712 patgtates on its face that it issued on June 7,
1994. Apple denies that the '712 patent was dulgwfully issued. Except as so expressly
admitted herein, Apple denies the allegations irag@ph 42 of the Counterclaims.

43.  Apple is without knowledge or information sufficieio form a belief as to the
truth of the allegations concerning Motorola Matyik purported ownership of all rights, title
and interest in the '712 patent and, thereforeiedetiose allegations.

44.  Apple denies the allegations in Paragraph 44 oCikenterclaims.

45.  Apple denies the allegations in Paragraph 45 oCikenterclaims.

46. Apple denies the allegations in Paragraph 46 oCibkenterclaims.

47.  Apple denies the allegations in Paragraph 47 oCikenterclaims.

48.  Apple denies the allegations in Paragraph 48 oCikenterclaims.

MOTOROLA MOBILITY'S COUNTERCLAIM VI:
INFRINGEMENT OF U.S. PATENT NO. 5,490,230

49.  Apple refers to and incorporates herein its ansasensrovided in Paragraphs 1-6

and 26-32 above.



50. Apple admits that the '230 patent states on ite that it is entitled “Digital
Speech Coder Having Optimized Signal Energy Parnsiét Apple further admits that the '230
patent states on its face that it issued on Fep®at996. Apple denies that the '230 patent was
duly or lawfully issued. Except as so expressimitd herein, Apple denies the allegations in
Paragraph 50 of the Counterclaims.

51.  Apple is without knowledge or information sufficieio form a belief as to the
truth of the allegations concerning the allegationBaragraph 51 of the Counterclaims and,
therefore, denies those allegations.

52.  Apple is without knowledge or information sufficieio form a belief as to the
truth of the allegations concerning the allegationBaragraph 52 of the Counterclaims and,
therefore, denies those allegations.

53.  Apple is without knowledge or information sufficieio form a belief as to the
truth of the allegations concerning Motorola Matyik purported ownership of all rights, title
and interest in the '230 patent and, thereforeiedetiose allegations.

54.  Apple denies the allegations in Paragraph 54 oCihenterclaims.

55.  Apple denies the allegations in Paragraph 55 oCihenterclaims.

56. Apple denies the allegations in Paragraph 56 oCienterclaims.

57.  Apple denies the allegations in Paragraph 57 oCihenterclaims.

58. Apple denies the allegations in Paragraph 58 oCienterclaims.

MOTOROLA MOBILITY'S COUNTERCLAIM VII:
INFRINGEMENT OF U.S. PATENT NO. 5,572,193

59.  Apple refers to and incorporates herein its ansasngrovided in Paragraphs 1-6
and 26-32 above.

60. Apple admits that the '193 patent states on ite that it is entitled “Method for
Authentication and Protection of Subscribers ine€emmunications Systems.” Apple further

admits that the '193 patent states on its faceitliedued on November 5, 1996. Apple denies



that the 193 patent was duly or lawfully issudekcept as so expressly admitted herein, Apple
denies the allegations in Paragraph 60 of the @oclaims.

61. Apple is without knowledge or information suffictelo form a belief as to the
truth of the allegations concerning the allegationBaragraph 61 of the Counterclaims and,
therefore, denies those allegations.

62.  Apple is without knowledge or information sufficteio form a belief as to the
truth of the allegations concerning Motorola Matyik purported ownership of all rights, title
and interest in the '193 patent and, thereforeiedetiose allegations.

63. Apple denies the allegations in Paragraph 63 oCienterclaims.

64. Apple denies the allegations in Paragraph 64 oChenterclaims.

65. Apple denies the allegations in Paragraph 65 oCenterclaims.

66. Apple denies the allegations in Paragraph 66 oCithenterclaims.

67. Apple denies the allegations in Paragraph 67 oCibenterclaims.

MOTOROLA MOBILITY'S COUNTERCLAIM VIII:
INFRINGEMENT OF U.S. PATENT NO. 5,175,559

68.  Apple refers to and incorporates herein its answasgnsrovided in Paragraphs 1-6
and 26-32 above.

69. Apple admits that the '559 patent states on ite that it is entitled “Method for
Generating Preamble Sequences in a Code DivisidtifluAccess System.” Apple further
admits that the '559 patent states on its faceithsdued on January 16, 2001. Apple denies that
the '559 patent was duly or lawfully issued. Excapso expressly admitted herein, Apple
denies the allegations in Paragraph 69 of the @oclaims.

70.  Apple is without knowledge or information sufficteio form a belief as to the
truth of the allegations concerning Motorola Matyik purported ownership of all rights, title
and interest in the '559 patent and, thereforeiedetiose allegations.

71.  Apple denies the allegations in Paragraph 71 oCenterclaims.



72.  Apple denies the allegations in Paragraph 72 oCenterclaims.
73.  Apple denies the allegations in Paragraph 73 oChenterclaims.
74.  Apple denies the allegations in Paragraph 74 oCenterclaims.

75.  Apple denies the allegations in Paragraph 75 oCenterclaims.

MOTOROLA MOBILITY'S COUNTERCLAIM IX:
INFRINGEMENT OF U.S. PATENT NO. 6,359,898

76.  Apple refers to and incorporates herein its ansasnsrovided in Paragraphs 1-6
and 26-32 above.

77.  Apple admits that the '898 patent states on ite that it is entitled “Method for
Performing a Countdown Function During a Mobilegdrated Transfer for a Packet Radio
System.” Apple further admits that the ‘898 patstates on its face that it issued on March 19,
2002. Apple denies that the 898 patent was dulpwfully issued. Except as so expressly
admitted herein, Apple denies the allegations ia&§aph 77 of the Counterclaims.

78.  Apple is without knowledge or information sufficteio form a belief as to the
truth of the allegations concerning Motorola Matyik purported ownership of all rights, title
and interest in the ‘898 patent and, thereforeiedetiose allegations.

79.  Apple denies the allegations in Paragraph 79 oCienterclaims.

80. Apple denies the allegations in Paragraph 80 oCihienterclaims.

81. Apple denies the allegations in Paragraph 81 oObenterclaims.

82.  Apple denies the allegations in Paragraph 82 oObenterclaims.

83. Apple denies the allegations in Paragraph 83 oCenterclaims.

DEMAND FOR JURY TRIAL
84.  Apple does not object to a trial by jury on alluss so triable.
REQUEST FOR RELIEF
85.  Apple denies that Motorola Mobility is entitled aoy of the relief sought in its

prayer for relief, including that requested in Rmaphs (a) through (f). Apple has not directly or



indirectly infringed the Asserted Patents, eitliterally or by the doctrine of equivalents,
willfully or otherwise. Motorola Mobility is notritled to recover statutory damages,
compensatory damages, enhanced damages, an angoumtinctive relief, costs, fees, interest
or any other type of recovery from Apple. MotorMability’s prayer should, therefore, be
denied in its entirety and with prejudice, and Mota Mobility should take nothing.
.
DEFENSES

In addition to the defenses described below, Apglaressly reserves the right to allege

additional defenses as they become known througjkhdbrse of discovery.
FIRST DEFENSE — FAILURE TO STATE A CLAIM

86. The Counterclaims fail to state a claim upon whigef can be granted because
Apple has not performed any act or thing and ispnoposing to perform any act or thing in
violation of any rights validly belonging to Motdeo

SECOND DEFENSE — NONINFRINGEMENT

87.  Apple does not infringe and has not infringed, eittiirectly, indirectly,
contributorily or by inducement, any claims of #heserted Patents, either literally or under the
doctrine of equivalents, willfully or otherwise.

THIRD DEFENSE — PATENT INVALIDITY

88.  Motorola’s alleged claims for infringement of thegerted Patents are barred
because each and every claim of the Asserted Basemntvalid for failure to comply with the
requirements of Title 35 of the United States Cadeuding but not limited to Sections 102,
103, 112, and/or improper inventorship and noncaanpk with Sections 115 and/or 116.

FOURTH DEFENSE — LACHES
89. Motorola’s claims for relief are barred in wholeionmart by the equitable

doctrine of laches.
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FIFTH DEFENSE — ESTOPPEL/UNCLEAN HANDS

90. Motorola’s claims for relief are barred in wholeiormart by the doctrines of
equitable estoppel and/or unclean hands.

91. Before filings its Counterclaims, Motorola made rerous representations to
various standards setting and standard relatechiziggons (collectively, “SSOs”) that its
Asserted Patents were essential to practicinginartdustry standards, and Motorola would
offer licenses to these patents on fair, reasonablg non-discriminatory (“FRAND”) OR
reasonable and non-discriminatory (“RAND”) (colieely, “F/RAND”) terms. Apple has
invested billions of dollars in products and tedoges in reliance on Motorola’s promises
regarding its purportedly standards-essential pgatefo date, however, Motorola has refused to
offer Apple a license to the Asserted Patents &AND terms as promised. If the SSOs and
Apple had known that Motorola would refuse to hom®promises to offer licenses to the
Asserted Patents on F/RAND terms, then alternagieienologies would have been incorporated
into the relevant standards in avoidance of theeAed Patents.

92. Under the doctrine of equitable estoppel, Motoaalanot be allowed to seek the
relief it seeks in its Counterclaims for Apple’tegled infringement of the Asserted Patents.

93. Most SSOs—including, without limitation, the Eur@peT elecommunications
Standards Institute (“ETSI”) and the Institute ¢é&rical and Electronics Engineers Standards
Association (the “IEEE”)—have adopted intellectpabperty rights policies (“IPR Policies”) to
address the problem of patent hold-up. Theseipslmften contain requirements concerning: (a)
the disclosure of patents or patent applicatioas ity claim any portion of the standard in
development, i.e., purported “essential patentsd; @) whether and to what extent patentees
holding such purported essential patents must cotenficensing these patents on F/RAND
terms.

94. Timely disclosures of purported essential pateatsnis participants in standards
development to evaluate competing technical prdpasigh better knowledge of the potential

licensing costs that designers may incur when dgved) standards-compliant products.
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95.  Additionally, such IPR Policies require participgmtho claim to own essential
patents to commit to license those patents to mpjementer of the standard on F/RAND terms.
Participants in standards development rely on thea&ractual undertakings to ensure, among
other things, that the widespread adoption of taedard will not be hindered by patentees
seeking to extract unreasonable royalties and ténsthose implementing the standard.

96. Breaching F/RAND commitments, as Motorola has duogre, undermines the
pro-competitive safeguards put in place by SSOgsd#&king to capitalize on a patent’s actual or
purported incorporation into a standard, the patentolates the very commitment that led to
incorporation of that technology in the first place

97. IPR Policies, including, without limitation, ETSIIBR Policies require, among
other things, that members timely disclose to tfymwization any intellectual property right
(“IPR”) they own which may be essential to standatdht have been developed or are being
developed. Participants in ETSI standard developmederstand that this provision requires
disclosure of all IPR that they believe might beeggial to standards under consideration. If an
owner of an essential IPR refuses to undertakeANERcommitment with respect to that IPR,
then, as provided, for example, in Section 8 ofEA&I IPR Policy, ETSI may suspend work on
relevant parts of the standard or redesign thedatano render the IPR non-essential. ETSI's
IPR Policy was designed to benefit all ETSI mempassvell as other parties that implement an
ETSI standard.

98. Upon information and belief, and without limitatiaturing all times relevant to
the Asserted Patents, Motorola has been a memlEr®f Motorola has participated in,
without limitation, ETSI's development of mobile neiess communications standards for
GSM/WCDMA, UMTS/3GPP, General Packet Radio Ser¢iGPRS"), and Enhanced Data
Rates for GSM Evolution (‘EDGE”). As a result &8 membership and participation in ETSI,
and through its Declaration, Motorola was and isrlabby the ETSI Rules of Procedure,
including the ETSI IPR Policy. Through its Deckawa, Motorola represented to ETSI, ETSI

members, and third parties that it would be prep&weor actually granted irrevocable licenses of
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some of the Asserted Patents on FRAND terms. M FRAND Declaration is a binding
contractual commitment made to ETSI, its membedsdmsigners and sellers of products
implementing ETSI standards (including Apple), ttoe benefit of ETSI, its members, and any
entity that implements GSM/WCDMA, UMTS/3GPP (or astiter ETSI standards for which
Motorola declared essential IPR and undertook alBAommitment). Motorola is therefore
bound to offer FRAND licenses to Apple, a membeE®EI and seller of products that
implement the relevant mobile communications stesglat issue.

99.  Upon information and belief, Motorola has also jggvated in other SSOs,
including without limitation, IEEE.

100. Before the SSOs adopted any relevant standardsia,ithere were viable
alternative technology solutions competing in megker technologies to perform the functions
included in the standards that Motorola assertpar®rmed by its patented technologies. But
once the SSO patrticipants selected technologieshnologies that Motorola claims are covered
by its patents — all alternative technological sohs for those functions were excluded from the
relevant technology markets. Those technologiee wrcluded because they would not be
compliant with the adopted standard. Accordingithe extent that Motorola’s Asserted
Patents are essential to any standard, it was Mlaterfalse F/RAND declarations and deceptive
acts — not the inherent attributes of its purpdytegdsential technologies or any superior product,
business acumen or historic accident — that caedarronopoly power on Motorola with respect
to the technologies which perform the functionduded in the standards.

101. In reliance on Motorola’s representations thatould offer Apple a license to the
Asserted Patents on F/RAND terms and would otheragenply with its obligations to the
SSOs, Apple made substantial investments in thearekl, design, manufacture, and marketing
of its products.

102. A party’s breach of a commitment to a SRO congguitmisleading conduct”

sufficient to equitably estop a party from enforrits patents. As a matter of law, Apple is
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entitled to rely on affirmative commitments by SR@mbers to license their declared-essential
patents on F/RAND terms.

103. Upon information and belief, Motorola also failedtimely identify IPR,
including at least the '559 patent, to certain SSOs

104. Motorola’s assertion of its Counterclaims of putpdty essential patents in
violation of its obligation to license on F/RANDrtes constitutes unclean hands which bars any
relief sought by Motorola in this case.

SIXTH DEFENSE — STATUTE OF LIMITATIONS

105. To the extent Motorola seek damages for allegethggment more than six
years prior to filing of the Counterclaims, the@ésought by Motorola is barred by 35 U.S.C.
8§ 286.

SEVENTH DEFENSE — NOTICE

106. To the extent Motorola seeks damages for allegethgement prior to its giving
actual or constructive notice of the 516, '7123( '193, '559, and 898 patents to Apple, the
relief sought is barred by 35 U.S.C. § 287.

EIGHTH DEFENSE — PROSECUTION HISTORY ESTOPPEL

107. Motorola is estopped from construing the claimghef’516, '712, '230, '193,
'559, and '898 patents in such a way as may cowgiod Apple’s products or processes by
reasons of statements made to the U.S. Patentradémark Office (“Patent Office”) during the
prosecution of the applications that led to theasse of the '516, '712, '230, '193, '559, and
'898 patents.

NINTH DEFENSE — PATENT EXHAUSTION/IMPLIED LICENSE

108. The relief sought by Motorola is barred in wholdropart by the doctrines of

patent exhaustion and/or implied license.
TENTH DEFENSE —-LICENSE
109. On information and belief, the relief sought by liatia is barred in whole or in

part by an express license.
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ELEVENTH DEFENSE — LACK OF STANDING

110. Motorola Mobility lacks standing to bring its clasnbecause, as shown on the
faces of the '516, '712, '230, '193, '559, and '8P8&tents, Motorola Mobility is not the assignee
of those patents. In addition, essential partiesat named in this action.

TWELFTH DEFENSE — NO INJUNCTIVE RELIEF

111. To the extent Motorola seeks injunctive relief édleged infringement, the relief
sought by Motorola is unavailable because any etlegjury to Motorola is not immediate or
irreparable and because Motorola has an adequatzlgeat law for any alleged injury.

THIRTEENTH DEFENSE — INEQUITABLE CONDUCT
A. The '516 Patent

112. The '516 patent is unenforceable under the doctifnieequitable conduct. On
information and belief, prior to the issuance o t816 patent, at least one of inventors named
on that patent, David F. Willard, was aware of matenformation, including prior art, but
withheld, concealed and/or mischaracterized tHatmmation with the intent to deceive the
Patent Office. This information includes, withdtitation, the disclosures in U.S. Patent No.
5,089,813 to Michael J. DeLuca, Leon Jasinski, @add F. Willard (“DeLuca”), filed on July
19, 1989 and issued on February 18, 1992.

113. Willard, one of the named inventors of the '516gédtis also a named inventor
on the DelLuca reference and thus had knowleddgeeahformation disclosed in DelLuca at least
by July 19, 1989, over three years prior to thiedildate of the ‘516 patent.

114. Deluca is not cumulative to any references discai&ing prosecution of the
'516 patent. None of the references cited to e Office describe the subject matter
disclosed in DelLuca, nhamely, constructing multiqganessages by using signals in the
message data that indicate the starting and stogaimts. Specifically, DeLuca discloses
employing “continue signals” in the message d&@’(&nd ‘01’) that indicate whether
additional packets will follow or the instant patkethe last. These packets are then

reconstructed by a receiving device to form thetapacket message for display.

15



115. Upon information and belief, Willard failed to disse DeLuca during the
prosecution of the '516 patent with an intent toadee the Patent Office. As explained in
Paragraph 113 above, Willard was aware of DeLuasdyg as July 1989, over three years
before the filing of the '516 patent, and almosefyears before the issuance of the ‘516 patent.
Yet, Willard did not disclose DelLuca to the Pat@ffice in conjunction with the prosecution of
the 516 patent.

116. Deluca qualifies as prior art to the '516 paterdem35 U.S.C. 88§ 102(a), (e), or
(g) and/or § 103. Based on the disclosure destiib@aragraph 114 above, DeLuca anticipates
or renders obvious at least claim 1 of the '51@phat

117. Upon information and belief, the examiner did nmsider DeLuca during
prosecution of the '516 patent.

118. The acts of fraud on the Patent Office committednduthe prosecution of the
'516 patent renders the '516 patent unenforceable.

B. The "193 Patent

119. The '193 patent is unenforceable under the doctifnieequitable conduct. On
information and belief, prior to the issuance af th93 patent, at least one of inventors named
on that patent, Louis Finkelstein, as well as dn® attorneys who prosecuted the '193 patent,
Kevin A. Buford, were aware of material informatjoncluding prior art, but withheld,
concealed and/or mischaracterized that informatiidh the intent to deceive the Patent Office.
This information includes, without limitation, tliésclosures in U.S. Patent No. 5,189,700 to
Robert R. Blandford (“Blandford”), filed on Januafy1991 and issued on February 23, 1993.

120. Upon information and belief, Finkelstein had knoadge of Blandford at least by
November 25, 1994, during the pendency of U.S. isptibn No. 08/295,173 (“the '173
application”), and about two years before the iasaaf the '193 patent. Named inventor
Finkelstein is also a named inventor on U.S. Raeplication No. 08/084,664 (“the '664
application”), entitled “Method and Apparatus fdfi€ient Real-Time Authentication and

Encryption in a Communication System” and filedJame 29, 1993. Finkelstein learned of
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Blandford at least by November 25, 1994, when #@rener reviewing the '664 application
issued an office action that identified Blandfoedralevant to the prosecution of that application
in the Notice of References Cited. This was albwatyears before the issuance of the '193
patent. Blandford is one of only seven refereristsd on the examiner’'s Notice of References
Cited.

121. Upon information and belief, Buford — an attornegponsible for prosecuting the
193 patent — also had knowledge of Blandford astdoy November 25, 1994, during the
pendency of the '173 application, and about twayéafore the issuance of the 193 patent.
Buford was also responsible for prosecuting the 'égplication. Buford learned of Blandford
at least by November 25, 1994, when the examingeweng the '664 application issued an
office action that identified Blandford as relevémthe prosecution of that application in the
Notice of References Cited. This was about twas/bafore the issuance of the '193 patent.
Blandford is one of only seven references listedh@nexaminer’s Notice of References Cited.

122. Upon information and belief, Finkelstein and Buféreew that Blandford was
material prior art to the '173 application and th@3 patent because Blandford discloses
“Devices to (1) Supply Authenticated Time and (&#nh& Stamp and Authenticate Digital
Documents.” In particular, Blandford discloses tise of multiple methods for authentication,
including using a sequence number.

123. Blandford is not cumulative to any references diset during prosecution of the
193 patent. None of the references cited to thtemt Office describe the inventions claimed in
Blandford as described above, which anticipate@n@hder obvious the '193 patent.

124. Upon information and belief, Finkelstein and Buféaded to disclose Blandford
during the prosecution of the '193 patent with atiemt to deceive the Patent Office. As
explained in Paragraphs 120-121 above, althougkefstein and Buford became aware of
Blandford in conjunction with the prosecution o&t863 patent in November 1994, they did not
disclose Blandford in conjunction with the prosémutof the '193 patent, even though

prosecution of that patent was ongoing in Novenil8&4.
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125. Blandford qualifies as prior art to the '193 patahteast under 35 U.S.C. 8102(e)
and/or 8103. The United States patent applicdhahissued as Blandford, U.S. Patent
Application No. 07/637,675 was filed on Januar{991, more than three years prior to the
August 22, 1994 filing date of the '173 applicatioim addition, Blandford issued on February
23, 1993, over three-and-a-half years before issiahthe '193 patent.

126. Upon information and belief, the examiner did nmbsider Blandford during
prosecution of the '193 patent.

127. The acts of fraud on the Patent Office committednduthe prosecution of the
193 patent renders the '193 patent unenforceable.

C. The '559 Patent

128. The '559 patent is unenforceable under the doctifnieequitable conduct. On
information and belief, prior to the issuance o t859 patent, Motorola was aware of material
information, including prior art, but withheld, cogaled and/or mischaracterized that
information with the intent to deceive the Patefftd®. This information includes, without
limitation, documents from the 3GPP TSG-RAN Work@@gup 1, including, without limitation
3GPP TS 25.213 v2.0.0 (1999-4) Technical SpecitoaBGPP TS 25.213 v2.1.0 (1999-06);
“New RACH preambles with low auto-correlation silets and reduced detector complexity,”
TSGR1#3(99)205 (Ericsson, March 22-26, 1999); “Cants on the proposed RACH sequence
structure,” Tdoc R1-99377 (Nokia, April 18-20, 1998nd “Text proposal for RACH
preambles,” TSGR1-598/99 (Nokia, June 1-4, 1999l)€ctively “the 3GPP TSG-RAN Prior
Art").

129. Upon information and belief, Motorola had knowleddgehe work at the 3GPP
TSG-RAN Working Group 1 as early as January 1999 a@i®rola participated in the early
meetings of 3GPP TSG-RAN Working Group 1. SpealliG upon information and belief,
Motorola had knowledge of the 3GPP TSG-RAN Prior &rleast by June 1999, when Motorola
submitted to the 3GPP TSG-RAN Working Group 1 audoent titled “Evaluation of Proposed
RACH Signatures,” 3GPP/TSGR1#5(99)670 (Motorolaelii-4, 1999), which was prior to the
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filing date of the '559 patent. Motorola also sutted a “Proposal for RACH Preambles,”
3GPP/TSGR1#6(99)893 (Motorola/Texas Instrumenty, 18+16, 1999) to the 3GPP TSG-
RAN Working Group 1 in July 1999, prior to the ias@e of the '559 patent.

130. The 3GPP TSG-RAN Prior Art is not cumulative to aeferences disclosed
during prosecution of the '559 patent. None ofréferences cited to the Patent Office describe
the subject matter disclosed in the 3GPP TSG-RADI Art, namely, a Gold outer code in
combination with another code used for a preamirl@ frandom access channel.

131. Upon information and belief, Motorola failed to disse the 3GPP TSG-RAN
Prior Art during the prosecution of the '559 patesith an intent to deceive the Patent Office.

132. The 3GPP TSG-RAN Prior Art qualifies as prior arthe '559 patent at least
under 35 U.S.C. 88 102(a), (e), or (g) and/or 8 1B8sed on the disclosure described in
Paragraph 130 above, the 3GPP TSG-RAN Prior Artigates or renders obvious at least claim
1 of the '559 patent.

133. Upon information and belief, the examiner did nosider the 3GPP TSG-RAN
Prior Art during prosecution of the '559 patent.

134. The acts of fraud on the Patent Office committednduthe prosecution of the
'559 patent renders the '559 patent unenforceable.

D. The '898 Patent

135. The '898 patent is unenforceable under the doctifneequitable conduct. On
information and belief, prior to the issuance o t898 patent, at least one of inventors named
on that patent, Mark Cudak, as well as one of tteereeys who prosecuted the '898 patent,
Jonathan Meyer, were aware of material informatiocluding prior art, but withheld, concealed
and/or mischaracterized that information with thient to deceive the Patent Office. This
information includes, without limitation, an argcéntitled “SWAN: A Mobile Multimedia
Wireless Network” by Prathima Agrawal, Eoin Hyd®&aul Krzyzanowski, Partho Mishra, Mani
B. Srivastava, and John A. Trotter (April 1996).
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136. Upon information and belief, at least one of thenad inventors of the '898
patent and at least one of the prosecuting atterhagl knowledge of Agrawal at least by
October 1998. Specifically, Agrawal was one ofyathkee non-patent references cited by the
examiner on October 8, 1998, during prosecutioApylication No. 08/953,948, now U.S. Pat.
6,058,106 (“the '106 patent”), entitled “Networkd®col Method, Access Point Device and
Peripheral Devices for Providing for an Efficiergr@rally Coordinated Peer-to-Peer Wireless
Communications Network.” Mark Cudak is one of tfaaned inventors and Jonathan Meyer is
listed as one of the prosecuting attorneys on1hé patent.

137. Agrawal is not cumulative to any references disatbduring prosecution of the
'898 patent. None of the references cited to e Office describe the subject matter
disclosed in Agrawal, namely, the control of freqexehopping in the Seamless Wireless ATM
Network (SWAN). Specifically, Agrawal describeS®AN basestation that uses a token
passing approach to manage transmissions by nautipbile units. The number of token
passes are counted to measure the length of admoe;fhopping is done after every M=8 token
grants. In lieu of a straightforward counting okéns, the SWAN system counts the effective
number of token passes, calculated as the actudbewof token passes plus the number of time-
outs while waiting for the token. Thus, Agrawataoses maintaining a value representing the
remaining amount of data to be transmitted, whschdjusted periodically.

138. Upon information and belief, Cudak and Meyer failedlisclose Agrawal during
the prosecution of the 898 patent with an intendéceive the Patent Office. As explained in
Paragraph 136 above, Cudak and Meyer became awAggawal in conjunction with
prosecution of the 106 patent in October 1998y thieee years before the first office action
during the pendency of U.S. Application 09/141,888 almost three and a half years before
issuance of the '898 patent. Yet, they did notldse Agrawal to the Patent Office in

conjunction with the prosecution of the '898 patent
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139. Agrawal qualifies as prior art to the '898 patenter 35 U.S.C. 88 102(a), (b), or
(e) and/or 8 103. Based on the disclosure destiibParagraph 137 above, Agrawal anticipates
or renders obvious at least claim 1 of the '89&pht

140. Upon information and belief, the examiner did nmhsider Agrawal during
prosecution of the ‘898 patent.

141. The acts of fraud on the Patent Office committednduthe prosecution of the
'898 patent renders the '898 patent unenforceable.

.
COUNTERCLAIMS

Counterclaim-Defendant Apple counterclaims agaiwinterclaim-Plaintiff Motorola as
follows:

PARTIES

142. Apple is a corporation organized under the lawthefState of California and
having a principal place of business at 1 Infihib®p, Cupertino, California 95014.

143. Upon information and belief, Motorola, Inc. is ajgoration organized under the
laws of Delaware with its principal place of busseat 1303 East Algonquin Road, Schaumburg,
lllinois 60048.

144. Upon information and belief, Motorola Mobility isc@rporation organized under
the laws of the State of Delaware, with a principlace of business at 600 North U.S. Highway
45, Libertyville, lllinois 60048. Upon informaticand belief, Motorola Mobility is a wholly
owned subsidiary of Motorola, Inc.

JURISDICTION AND VENUE

145. These counterclaims arise under Title 35 of theddhbtates Code. The Court
has subject matter jurisdiction over these coutdans pursuant to 28 U.S.C. 88 1331, 1338(a),
2201 and 2202.

146. Motorola, Inc. is subject to personal jurisdictiarthis district arising out of its

systematic and continuous contacts with this disémd its purposeful acts and/or transactions
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directed toward this district. Such contacts ideluvithout limitation Motorola, Inc.’s past and
ongoing infringing conduct in this district, andy mformation and belief, Motorola, Inc.’s
presence and conduct of business in this district.

147. Motorola Mobility is subject to personal jurisdiati in this district arising out of
its systematic and continuous contacts with thesridt and its purposeful acts and/or
transactions directed toward this district. Sughtacts include without limitation Motorola
Mobility’s past and ongoing infringing conduct img district, Motorola Mobility’s assertion of
Counterclaims in this district, and, on informatemd belief, Motorola Mobility’s presence and
conduct of business in this district.

148. Venue is proper in this judicial district under @85.C. § 1391.

FIRST COUNTERCLAIM — DECLARATORY JUDGMENT
U.S. PATENT NO. 5,311,516

149. Apple counterclaims against Motorola pursuant soghtent laws of the United
States, Title 35 of the United States Code and#éwaratory Judgments Act, 28 U.S.C. 8§88 2201
and 2202.

150. Motorola Mobility claims to be the owner of the &patent, entitled “Paging
System Using Message Fragmentation to Redistribraific,” filed on November 23, 1992 and
issued on May 10, 1994. The '516 patent on ite fdentifies as inventors William J. Kuznicki
and David F. Willard. The '516 patent on its fadentifies as assignee Motorola, Ingee
Exhibit 1 of Motorola’s Answer and Counterclaim.

A. Declaration of Noninfringement

151. Apple incorporates herein by reference the ansamdsallegations set forth in
Paragraphs 1-150 above as if fully set forth herein

152. An actual and justiciable controversy exists betw&pple and Motorola with
respect to the '516 patent because Motorola hagghtaan action against Apple alleging that
Apple infringes the '516 patent by making, usinffeong for sale, selling and/or importing

certain iPhone products, certain iPad productsPs Touch products, its MacBook product, its
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MacBook Pro product, its MacBook Air product, idc product, its Mac mini product, and its
Mac pro product, which allegation Apple denies.séilt a declaration of noninfringement,
Motorola will continue to wrongfully assert the ®patent against Apple, and thereby cause
Apple irreparable injury and damage.

153. Apple has not infringed the '516 patent, eitheedily or indirectly, literally or
under the doctrine of equivalents, willfully or etlwise, and is entitled to a declaration to that
effect.

154. This is an exceptional case entitling Apple to aaua of its attorneys’ fees
incurred in connection with this action pursuan8foU.S.C. § 285.

B. Declaration of Invalidity

155. Apple realleges and incorporates by referencertseers and allegations set
forth in Paragraphs 1-154 above as if fully setifdrerein.

156. An actual and justiciable controversy exists betw&pple and Motorola with
respect to the '516 patent because Motorola hagghtaan action against Apple alleging that
Apple infringes the '516 patent by making, usinffeong for sale, selling and/or importing
certain iPhone products, certain iPad product$Pas Touch products, its MacBook product, its
MacBook Pro product, its MacBook Air product, idc product, its Mac mini product, and its
Mac pro product, which allegation Apple denies.séilt a declaration of invalidity, Motorola
will continue to wrongfully assert the '516 patagfainst Apple, and thereby cause Apple
irreparable injury and damage.

157. The '516 patent is invalid under the provisiond'dfe 35 of the United States
Code, including but not limited to Sections 1023 Ahd/or 112, and Apple is entitled to a
declaration to that effect.

158. This is an exceptional case entitling Apple to e of its attorneys’ fees

incurred in connection with this action pursuan8foU.S.C. § 285.
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C. Declaration of Unenforceability

159. Apple realleges and incorporates by referencereers and allegations set
forth in Paragraphs 1-158 above as if fully settfdrerein.

160. An actual and justiciable controversy exists betw&pple and Motorola with
respect to the '516 patent because Motorola hagghtaan action against Apple alleging that
Apple infringes the '516 patent by making, usinffeong for sale, selling and/or importing
certain iPhone products, certain iPad product$Ps Touch products, its MacBook product, its
MacBook Pro product, its MacBook Air product, idc product, its Mac mini product, and its
Mac pro product, which allegation Apple denies.séilt a declaration of unenforceability,
Motorola will continue to wrongfully assert the ®patent against Apple, and thereby cause
Apple irreparable injury and damage.

161. Upon information and belief, the '516 patent is nioeceable due to inequitable
conduct for the reasons described in Apple’s defeasd Apple is entitled to a declaration to
that effect.

162. This is an exceptional case entitling Apple to e of its attorneys’ fees
incurred in connection with this action pursuanBfoU.S.C. § 285.

SECOND COUNTERCLAIM — DECLARATORY JUDGMENT
U.S. PATENT NO. 5,319,712

163. Apple counterclaims against Motorola pursuant soghtent laws of the United
States, Title 35 of the United States Code and#éwaratory Judgments Act, 28 U.S.C. 8§88 2201
and 2202.

164. Motorola Mobility claims to be the owner of the Zpatent, entitled “Method
and Apparatus for Providing Cryptographic Protettid a Data Stream in a Communication
System,” filed on August 26, 1993 and issued ireJunl994. The '712 patent on its face
identifies as inventors Louis D. Finkelstein, JamdeKosmach, and Jeffrey C. Smolinske. The
'712 patent on its face identifies as assignee k&g Inc. See Exhibit 2 of Motorola’s Answer

and Counterclaim.
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A. Declaration of Noninfringement

165. Apple incorporates herein by reference the ansamasallegations set forth in
Paragraphs 1-164 above as if fully set forth herein

166. An actual and justiciable controversy exists betw&pple and Motorola with
respect to the '712 patent because Motorola hagghtaan action against Apple alleging that
Apple infringes the '712 patent by making, usinffeong for sale, selling and/or importing
certain iPhone products, certain iPad product$Ps Touch products, its MacBook product, its
MacBook Pro product, its MacBook Air product, idc product, its Mac mini product, and its
Mac Pro product, which allegation Apple denies.séitt a declaration of noninfringement,
Motorola will continue to wrongfully assert the Zpatent against Apple, and thereby cause
Apple irreparable injury and damage. Apple hasimivinged the '712 patent, either directly or
indirectly, literally or under the doctrine of egalents, willfully or otherwise, and is entitled&o
declaration to that effect.

167. This is an exceptional case entitling Apple to e of its attorneys’ fees
incurred in connection with this action pursuan8foU.S.C. § 285.

B. Declaration of Invalidity

168. Apple realleges and incorporates by referencertseers and allegations set
forth in Paragraphs 1-167 above as if fully setifdrerein.

169. An actual and justiciable controversy exists betw@&pple and Motorola with
respect to the '712 patent because Motorola hagghtaan action against Apple alleging that
Apple infringes the '712 patent by making, usinffeong for sale, selling and/or importing
certain iPhone products, certain iPad product$Pas Touch products, its MacBook product, its
MacBook Pro product, its MacBook Air product, iddc product, its Mac mini product, and its
Mac Pro product, which allegation Apple denies.séiit a declaration of invalidity, Motorola
will continue to wrongfully assert the 712 patagfainst Apple, and thereby cause Apple

irreparable injury and damage. Apple has notmgfed the '712 patent, either directly or
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indirectly, literally or under the doctrine of egalents, willfully or otherwise, and is entitled&o
declaration to that effect.

170. The '712 patent is invalid under the provisiond'dfe 35 of the United States
Code, including but not limited to Sections 1023 Ahd/or 112, and Apple is entitled to a
declaration to that effect.

171. This is an exceptional case entitling Apple to e of its attorneys’ fees
incurred in connection with this action pursuan8foU.S.C. § 285.

THIRD COUNTERCLAIM — DECLARATORY JUDGMENT
U.S. PATENT NO. 5,490,230

172. Apple counterclaims against Motorola pursuant soghtent laws of the United
States, Title 35 of the United States Code and#waratory Judgments Act, 28 U.S.C. 8§88 2201
and 2202.

173. Motorola Mobility claims to be the owner of the @Batent, entitled “Digital
Speech Coder Having Optimized Signal Energy Pamsiétffiled on December 22, 1994 and
issued on February 6, 1996. The '230 patent ofads identifies as inventors Ira A. Gerson and
Mark A. Jasiuk.See Exhibit 3 of Motorola’s Answer and Counterclaim.

A. Declaration of Noninfringement

174. Apple incorporates herein by reference the ansadsallegations set forth in
Paragraphs 1-173 above as if fully set forth herein

175. An actual and justiciable controversy exists betw&pple and Motorola with
respect to the '230 patent because Motorola hagghtaan action against Apple alleging that
Apple infringes the '230 patent by making, usinffeong for sale, selling and/or importing
certain iPhone products, which allegation Appleieen Absent a declaration of
noninfringement, Motorola will continue to wronglplassert the '230 patent against Apple, and

thereby cause Apple irreparable injury and damage.
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176. Apple has not infringed the '230 patent, eitheedily or indirectly, literally or
under the doctrine of equivalents, willfully or etlwise, and is entitled to a declaration to that
effect.

177. This is an exceptional case entitling Apple to e of its attorneys’ fees
incurred in connection with this action pursuan8foU.S.C. § 285.

B. Declaration of Invalidity

178. Apple realleges and incorporates by referencertsevers and allegations set
forth in Paragraphs 1-177 above as if fully setifdrerein.

179. An actual and justiciable controversy exists betw&pple and Motorola with
respect to the '230 patent because Motorola hagghtaan action against Apple alleging that
Apple infringes the 230 patent by making, usinfienng for sale, selling and/or importing
certain iPhone products, which allegation Appleiegn Absent a declaration of invalidity,
Motorola will continue to wrongfully assert the @patent against Apple, and thereby cause
Apple irreparable injury and damage.

180. The '230 patent is invalid under the provisiond'dfe 35 of the United States
Code, including but not limited to Sections 1023 Ahd/or 112, and Apple is entitled to a
declaration to that effect.

181. This is an exceptional case entitling Apple to e of its attorneys’ fees
incurred in connection with this action pursuan8foU.S.C. § 285.

FOURTH COUNTERCLAIM — DECLARATORY JUDGMENT
U.S. PATENT NO. 5,572,193

182. Apple counterclaims against Motorola pursuant soghtent laws of the United
States, Title 35 of the United States Code and#waratory Judgments Act, 28 U.S.C. 8§88 2201
and 2202.

183. Motorola Mobility claims to be the owner of the 3 9atent, entitled “Method for
Authentication and Protection of Subscribers ine€emmunications Systems,” filed on August

22,1994 and issued on November 5, 1996. The pB®8nt on its face identifies as inventors
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Mary B. Flanders, Louis D. Finkelstein, and LarryRihl. The '193 patent on its face identifies
as assignee Motorola, In&ee Exhibit 4 of Motorola’s Answer and Counterclaim.
A. Declaration of Noninfringement

184. Apple incorporates herein by reference the ansamisallegations set forth in
Paragraphs 1-183 above as if fully set forth herein

185. An actual and justiciable controversy exists betw&pple and Motorola with
respect to the '193 patent because Motorola hagghtaan action against Apple alleging that
Apple infringes the '193 patent by making, usinffeong for sale, selling and/or importing
certain iPhone products, certain iPad productsPs Touch products, its MacBook product, its
MacBook Pro product, its MacBook Air product, iddc product, its Mac mini product, and its
Mac Pro product, which allegation Apple denies.séit a declaration of noninfringement,
Motorola will continue to wrongfully assert the 3 @atent against Apple, and thereby cause
Apple irreparable injury and damage.

186. Apple has not infringed the '193 patent, eitheedily or indirectly, literally or
under the doctrine of equivalents, willfully or etlwise, and is entitled to a declaration to that
effect.

187. This is an exceptional case entitling Apple to e of its attorneys’ fees
incurred in connection with this action pursuanBfoU.S.C. § 285.

B. Declaration of Invalidity

188. Apple realleges and incorporates by referencertseers and allegations set
forth in Paragraphs 1-187 above as if fully settfdrerein.

189. An actual and justiciable controversy exists betw&pple and Motorola with
respect to the '193 patent because Motorola hagghtaan action against Apple alleging that
Apple infringes the 193 patent by making, usinfienng for sale, selling and/or importing
certain iPhone products, certain iPad product$Pas Touch products, its MacBook product, its
MacBook Pro product, its MacBook Air product, idc product, its Mac mini product, and its

Mac Pro product, which allegation Apple denies.séit a declaration of invalidity, Motorola
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will continue to wrongfully assert the 193 patagfainst Apple, and thereby cause Apple
irreparable injury and damage.

190. The '193 patent is invalid under the provisiond'dfe 35 of the United States
Code, including but not limited to Sections 1023 Ahd/or 112, and Apple is entitled to a
declaration to that effect.

191. This is an exceptional case entitling Apple to e of its attorneys’ fees
incurred in connection with this action pursuan8foU.S.C. § 285.

C. Declaration of Unenforceability

192. Apple incorporates herein by reference the ansamasallegations set forth in
Paragraphs 1-191 above as if fully set forth herein

193. An actual and justiciable controversy exists betw&pple and Motorola with
respect to the '193 patent because Motorola hagghtaan action against Apple alleging that
Apple infringes the '193 patent by making, usinffeong for sale, selling and/or importing
certain iPhone products, certain iPad product$Pas Touch products, its MacBook product, its
MacBook Pro product, its MacBook Air product, idc product, its Mac mini product, and its
Mac Pro product, which allegation Apple denies.séit a declaration of unenforceability,
Motorola will continue to wrongfully assert the 3 @atent against Apple, and thereby cause
Apple irreparable injury and damage.

194. Upon information and belief, the ‘193 patent is nioeceable due to inequitable
conduct for the reasons described in Apple’s defenand Apple is entitled to a declaration to
that effect.

195. This is an exceptional case entitling Apple to e of its attorneys’ fees

incurred in connection with this action pursuan8foU.S.C. § 285.

29



FIFTH COUNTERCLAIM — DECLARATORY JUDGMENT
U.S. PATENT NO. 6,175,559

196. Apple counterclaims against Motorola pursuant toghtent laws of the United
States, Title 35 of the United States Code and#waratory Judgments Act, 28 U.S.C. 8§88 2201
and 2202.

197. Motorola Mobility claims to be the owner of the BHatent, entitled “Method for
Generating Preamble Sequences in a Code Divisidhifl@uAccess System,” filed on July 7,
1999 and issued on January 16, 2001. The '55%pateits face identifies as inventor Tyler
Brown. The '559 patent on its face identifies ssignee Motorola, IncSee Exhibit 5 of
Motorola’s Answer and Counterclaim.

A. Declaration of Noninfringement

198. Apple incorporates herein by reference the ansamisallegations set forth in
Paragraphs 1-197 above as if fully set forth herein

199. An actual and justiciable controversy exists betw&pple and Motorola with
respect to the '559 patent because Motorola hagghtaan action against Apple alleging that
Apple infringes the '559 patent by making, usinffeong for sale, selling and/or importing
certain iPhone products and its iPad with 3G pradukich allegation Apple denies. Absent a
declaration of noninfringement, Motorola will camtie to wrongfully assert the '559 patent
against Apple, and thereby cause Apple irreparajpley and damage.

200. Apple has not infringed the '559 patent, eitheedily or indirectly, literally or
under the doctrine of equivalents, willfully or etlwise, and is entitled to a declaration to that
effect.

201. This is an exceptional case entitling Apple to el of its attorneys’ fees
incurred in connection with this action pursuan8foU.S.C. § 285.

B. Declaration of Invalidity
202. Apple realleges and incorporates by referencenbwers and allegations set

forth in Paragraphs 1-201 above as if fully setifdrerein.
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203. An actual and justiciable controversy exists betw&pple and Motorola with
respect to the '559 patent because Motorola hagghtaan action against Apple alleging that
Apple infringes the '559 patent by making, usinffeong for sale, selling and/or importing
certain iPhone products and its iPad with 3G pradukich allegation Apple denies. Absent a
declaration of invalidity, Motorola will continue twrongfully assert the '559 patent against
Apple, and thereby cause Apple irreparable injumy damage.

204. The '559 patent is invalid under the provisionddfe 35 of the United States
Code, including but not limited to Sections 1023 Ahd/or 112, and Apple is entitled to a
declaration to that effect.

205. This is an exceptional case entitling Apple to el of its attorneys’ fees
incurred in connection with this action pursuanBfoU.S.C. § 285.

C. Declaration of Unenforceability

206. Apple realleges and incorporates by referencenbwers and allegations set
forth in Paragraphs 1-205 above as if fully settfdrerein.

207. An actual and justiciable controversy exists betwa&pple and Motorola with
respect to the '559 patent because Motorola hagghtaan action against Apple alleging that
Apple infringes the '559 patent by making, usinffeong for sale, selling and/or importing
certain iPhone products and its iPad with 3G pradukich allegation Apple denies. Absent a
declaration of unenforceability, Motorola will camtie to wrongfully assert the '559 patent
against Apple, and thereby cause Apple irreparajpley and damage.

208. Upon information and belief, the '559 patent is nfioeceable due to inequitable
conduct for the reasons described in Apple’s defeasd Apple is entitled to a declaration to
that effect.

209. This is an exceptional case entitling Apple to el of its attorneys’ fees

incurred in connection with this action pursuan8foU.S.C. § 285.
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SIXTH COUNTERCLAIM — DECLARATORY JUDGMENT
U.S. PATENT NO. 6,359,898

210. Apple counterclaims against Motorola pursuant eoghtent laws of the United
States, Title 35 of the United States Code and#waratory Judgments Act, 28 U.S.C. 8§88 2201
and 2202.

211. Motorola Mobility claims to be the owner of the Bpatent, entitled “Method for
Performing a Countdown Function During a Mobilegdrated Transfer for a Packet Radio
System,” filed on August 28, 1998 and issued ondidr9, 2002. The '898 patent on its face
identifies as inventors Mark Conrad Cudak, DomMichael Tolli, and Jeffrey Charles
Smolinske. The '898 patent on its face identiissassignee Motorola, In&ee Exhibit 6 of
Motorola’s Answer and Counterclaim.

A. Declaration of Noninfringement

212. Apple incorporates herein by reference the ansamdsallegations set forth in
Paragraphs 1-211 above as if fully set forth herein

213. An actual and justiciable controversy exists betw&pple and Motorola with
respect to the ‘898 patent because Motorola hagghtaan action against Apple alleging that
Apple infringes the 898 patent by making, usinfienng for sale, selling and/or importing
certain of its iPhone products and its iPad with@&duct, which allegation Apple denies.
Absent a declaration of noninfringement, Motorold @ontinue to wrongfully assert the '898
patent against Apple, and thereby cause Applearedgpe injury and damage.

214. Apple has not infringed the 898 patent, eitheedily or indirectly, literally or
under the doctrine of equivalents, willfully or etlwise, and is entitled to a declaration to that
effect.

215. This is an exceptional case entitling Apple to e of its attorneys’ fees

incurred in connection with this action pursuan8foU.S.C. § 285.
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B. Declaration of Invalidity

216. Apple realleges and incorporates by referencenbwers and allegations set
forth in Paragraphs 1-215 above as if fully setifdrerein.

217. An actual and justiciable controversy exists betw&pple and Motorola with
respect to the ‘898 patent because Motorola hagghtaan action against Apple alleging that
Apple infringes the ‘898 patent by making, usinffeong for sale, selling and/or importing
certain of its iPhone products and its iPad with@&duct, which allegation Apple denies.
Absent a declaration of invalidity, Motorola wilbotinue to wrongfully assert the ‘898 patent
against Apple, and thereby cause Apple irreparajpley and damage.

218. The '898 patent is invalid under the provisionddfe 35 of the United States
Code, including but not limited to Sections 1023 Ahd/or 112, and Apple is entitled to a
declaration to that effect.

219. This is an exceptional case entitling Apple to el of its attorneys’ fees
incurred in connection with this action pursuan8foU.S.C. § 285.

C. Declaration of Unenforceability

220. Apple realleges and incorporates by referencenbwers and allegations set
forth in Paragraphs 1-219 above as if fully setifdrerein.

221. An actual and justiciable controversy exists betw&pple and Motorola with
respect to the '898 patent because Motorola hagghtaan action against Apple alleging that
Apple infringes the 898 patent by making, usinfienng for sale, selling and/or importing
certain of its iPhone products and its iPad with@&duct, which allegation Apple denies.
Absent a declaration of unenforceability, Motoralil continue to wrongfully assert the '898
patent against Apple, and thereby cause Applearedpe injury and damage.

222. Upon information and belief, the ‘898 patent is nfioeceable due to inequitable
conduct for the reasons described in Apple’s defensnd Apple is entitled to a declaration to

that effect.
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223. This is an exceptional case entitling Apple to e of its attorneys’ fees

incurred in connection with this action pursuan8foU.S.C. § 285.

REQUEST FOR RELIEF

WHEREFORE, Apple prays for judgment as follows oatdola’s Joint Counterclaims,

Motorola Mobility’s Counterclaims and on Apple’s gwer to Motorola’s Joint Counterclaims

and Motorola Mobility’'s Counterclaims:

A.

That each and every claim of the '516 patent, 1 'patent, the '230 patent, the
193 patent, the '559 patent, and the "898 patendéclared not infringed and
invalid,

That each and every claim of the '516 patent, 1183 patent, the '559 patent, and
the 898 patent be declared unenforceable;

That Motorola takes nothing by the Counterclaimg #rat all Counterclaims be
dismissed with prejudice;

That judgment be entered in favor of Apple agawistorola on the
Counterclaims;

That Apple’s relief requested in its Complaint ramgfed;

That Motorola be declared to have infringed, diseahd/or indirectly, literally or
under the doctrine of equivalents, induced infrmegeat, and/or contributed to the
infringement of one or more claims of each of 949, ‘002, and '315 patents
under 35 U.S.C. § 271,

That the '949, '002, and '315 patents are valid anfbrceable;

That pursuant to 35 U.S.C. § 285 and/or other egble laws, Motorola’s
conduct be found to render this an exceptional aagehat Apple be awarded its
attorneys’ fees incurred in connection with thif@ag

That Apple be awarded its cost of suit incurrecehrer

That Apple be awarded such other and further rabahe court may deem just

and proper.
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Telephone: (608) 257-3911
Facsimile: (608) 257-0609

Matthew D. Powers
matthew.powers@weil.com
Steven S. Cherensky
steven.cherensky@weil.com
Jill J. Ho

jill.ho@weil.com

WEIL, GOTSHAL & MANGES LLP
201 Redwood Shores Parkway
Redwood Shores, CA 94065
Telephone: (650) 802-3000
Facsimile: (650) 802-3100

Mark G. Davis
mark.davis@weil.com

WEIL, GOTSHAL & MANGES LLP
1300 Eye Street, N.W., Suite 900
Washington, DC 20005
Telephone: (202) 682-7000
Facsimile: (202) 857-0940

Patricia Young
patricia.young@weil.com

WEIL, GOTSHAL & MANGES LLP
767 Fifth Avenue

New York, NY 10153

Telephone: (212) 310-8000
Facsimile: (212) 310-8007
Attorneys for Plaintiff Apple Inc.
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